RIARMAT HM73 M 45(2012. 12) Enxk 20128 6 12
A

OFZXARHAATH - SRS MARUXE 201251 8% 14(AAIRE 1), 20124 88
The Journal of Intellectual Property 10L(AARRL 2), 201211 8 8L(MAFKE 3)
Vol.7 No.4 December 2012 ARHEEARE 20124 118 6Y

2 3} ‘ .............................................
I.AA
I, o) /ol gk Faf vl=r w9 9%
1w 55
2. Bilski ¥ 0|5 CAFCY] & AH|
. SIYdiH Y2l Prometheus T2

2. A1) 29
3. CAFCY| 4 W&
2

4, Aol E Y&
IV. Prometheus #Zo] gt 54
=1%o}

1. A" 849 Fa4 29l
2. MOT 7|29 gHA| A4 9 dA3H &8
3. 574 A Hofel gk A2A 112 ulA|
4. Prometheus ©2 2] 317

5 ANA
A




RATGMAT 78 HM4Z(2012E 128)

SsiHoltAS BRI FEshL 9O
L, ORTiHRIS ol FIRE KRE, Ky B F4A ofoltiolg S5
olthaolN HQIBEL olSol THal cleiF o= E518 Holstol, o] Med
% ]
_9‘__]_

Freeman—Walter—Abele

gagge 200849 dEddol dgdo] ddf olgnt VAl ke HE
=5}

N

SIEaS= oS
(machine—or—transformation) 7 =

H9| Bilski FFEOIA AT 2I0] VA = HE V0] dWEErEol 4
g wao] 28s =L E £

o]
PN
ZT TS 2y o] geldgo] Heto] =8t BIsh Prometheus B S
=]

2) S| WAL,
o] TR AL, KOIAS HROR SH= Wo| 318 we 4 9
7] SR “EAEO! SOl Lhgo] KIKHE Aido] Ak & 4 9S
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SHnew and useful) W (process), 7| Al(machine), A&

rf

(manufacture), ZAE(composition of matter) = 1 7jZFE({mprovement)
3] Fo] A (subject matter) 2.2 A3} 9= Zlojth 4 whehA wjw E5]
W ojuRl Igo] 515 e 4= AleA] o e Sl fol el 23tEEA
o™ S5|Fofr ol A ALl = 3ol sidsh=Al o= TeE = Ao
A9 Eajo] of5rt urg o] Aojof Relsl=A|(E Ay oR Y 51EA)
of ol wheh A ¥li= -] S5t ] E .
Iy AgiHAde ‘AW A (laws of nature), A E A (natural
phenomena) @ A oo]t]o(abstract ideas)= E3]H A|101z%2] E35]H o
iAol siahA] ok O ik A2 TR Gt Wl H85h= S

1) deta] Hez oI, Hy= - g (), S5fE ol |, HEAL 2010, 26,

hid

3) A ES{THA o] mEtT|Eo 2 M Yol MEIAT} subjuct-matter patentability: SRR 22
YO ES{LA O HHO| Z2X 7|ES DMGHH At 165(2011.6), 80H,

4) 35 USC. 101. (Inventions patentable) Whoever invents or discovers any new and useful
process, machine, manufacture, or composition of matter, or any new and useful improvement
thereof, may obtain a patent therefor subject to the conditions and requirements of this title, 7H
E E5120tiae TR LIS otods, 2l 219l 2, 91-92H,

5) ZEA] o] 2(=F 3), 80,

6) Diamond v. Dienhr, 450 U, S. 175, 185 (1981).
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R
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9) Mayo Collaborative Services v. Prometheus Laboratories, Inc,, 132 S, Ct, 1289 (2012).

8) Id. at 184; Gottschalk v. Benson, 409 U.S. 63, 70 (1972).
10) Bilski v. Kappos, 130 S. Ct. 3218 (2010).

7). at 187.
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ol A HolLt 247 ofo 11-401 1o S5 polsiozn 50 1
97 A ol 1 el BAS Adfekt Ak ZefEE AL AA%
Fl ofulele SHlsh 2 Feldk

obA AFSH A} o] mj= EFY AN01RE AFE 88 Bt 714
52 BollE B5E We 4 Ao ek kv, T A oEs ks
ojgf] ¢l7to] W= ®E Zl(anything under the sun that is made by man) &
E35|5of 9] gide] A7 1A} = Aol ekl gk e e Bteka
Fof TS A AT U9t o] AT AR % 24 ofol
tolE SajFojth ol A AlLfstar ool #et oz}, 5517 Al10120] whet
£ 3l softpgol 57] FHIME AAUHES HET F8E B2 2gsjoio}
Sk sfof we) 4y BAS 7144 AL dBAo] olafshs g

Ho|m13) Essofods skl AU
olA Y Wy o Y-S s AR

AeHzzad o 29 Aede

Freeman-Walter-Abele 7]|2& 4%5to] 3H5oF 28319t} 14) Freeman-

Walter-Abele 7]&0]gt AHl<=3]|gAHU(Court of Appeals for the Federal

2

11) S. Rep. No. 1979, 82d Cong, 2d Sess, 5 (1952); H. R Rep. No, 1923 82d Cong,, 2d Sess, 6
(1952),

12) Funk Bros, Seed Co. v. Kalo Inoculant Co,, 333 U.S. 127, 130 (1948); Diamond v. Diehr, 450 U,
S, 175, 188 n.11 (1981); Gottschalk v. Benson, 409 U.S. 63, 6768 (1972).

13) In re Bilski, 545 F.3d 943, 1002 (Fed. Cir. 2008).

14) 85N ‘ojuid Uiy £ g2 el gt 20| ES{EA HS0f| 2Fet i wE A ﬂif"’ H| A}

H, 465(2009.9), 482,



52 KIAIRHAIAT 7|72 ®M45(20121 12%)

H(Court of Customs and Patent Appeals)o| HFE T2 73 g
YIS TholE 3d0] BRSO Bstel ST dale] 7|
o) SATHIL o ATRES FHAT YA of2E Tefal, T
02 1 gmelEo] Baly faut whe] ajo] ofn HeRE SEEHLA
£ #osls ot glaEeta & 4 Q)19

19 CAFCE= 1998 State Street Bank ZHAMol|A], AFE|ZZ 134 9]
Tzo] 8838}l (useful) F+A A o™ (concrete) 7}*] A9l (tangible) A& 714

L= I A7l AR - ARRA] - S8R W AR 2 A
© oo R E3|FolE R = Y 8)% olftE HFHZRIHE ©]
B3 A A e AshEA, $49] Freeman-Walter-Abele 7]
& SAE UE mAEA2S Al BA9S grlskch ol
CAFCO| Btz 0] 0] ATKT #2000 A= 2 G2 =1k,

SHA|RE 9]e} -2 CAFCE] Hi:=of tisrls, I Tge] AHdS Av
AA A A=A BAe A5t 20131 BRIERE Bl B S

Cor

St 59 H|gho] Z5HA A7) %91aL, 2D o]o] CAFCE 2008 In re Bilski
A2 o) A Z7H 9] State Street Bank AT ATKT A 0 A4S HESlo] o
A g o) S 943 At Hies Fokith & §1 Bl
CAFCE Wridigo] v O 54 714 F-& Ao agE o] A, @ 54
AAE 2 e T2 o2 EAE LAY WSt 7] A9-ed S5 Al

il

15) In re Freeman, 573 F.2d 1237 (1978); In re Walter, 618 F.2d 758 (1980); In re Abele, 684 F.2d
902 (1982).

16) BIEA], 29| 23 14), 482-483FH,

17) State Street Bank & Trust Co. v. Signature Financial Group, Inc,, 149 F.3d 1368 (Fed. Cir. 1998).

18) Id. at 1374.

19) State Street Bank & Trust Co. v. Signature Financial Group, Inc., 927 F. Supp. 502 (D. Mass.
1996).

20) AT&T Corp. v. Excel Communications, Inc.,, 172 F.3d 1352 (Fed. Cir, 1999)

21) oIS =01, Rochelle Cooper Dreyfuss, ‘Are Business Method Patents Bad for Business?’,
Santa Clara Computer and High Technology Law Journal, Vol.16(1999), p.263.

22) In re Bilski, 545 F.3d 943 (Fed. Cir. 2008).
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1) Research Corp. Technologies, Inc. v. Microsoft Corp. AtZ428)

23) Id. at 954

24) 1d. at 963-64. CAFCC| Bilski THo| #oto] XiMials, BiEM, 49| 2(F 14), 485-491H 2
Benjamin J, McEniery, “The Federal Circuit In Biski: The Machine—or—Transformation Test’,
Journal of the Patent and Trademark Office Society, \ol91(2009), p.253 &1,

25) Bilski v. Kappos, 130 S, Ct. 3218, 3231 (2010).

26) Id, at 3227.

27) Id. at 3231.

28) Research Corp. Technologies, Inc. v. Microsoft Corp,, 627 F.3d 859 (Fed. Cir. 2010).
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o] Ao Al= T E 42 H(dot) ¥} Sk (pixel) TS ARE-SE] ALE Mz
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MOT 7|0 oJ&st= tAl, WA 9] Hgo] 58 Al10127} 785k
(process) of] sfFot=A] RS HESIAL, thaO0 2 9| Hrgo] 44 ofo]
o] 2] EsjFojtito] H 4= §leA olBE FES= 26 BAS AA 9
Ay o] HYAS Bsiict2d it ) dhyo] S35y A|10129] Wy of
gt ol EH&‘#% GARE Aolof] EX5] & thEo] §lglaL, whebAl o
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olof| thal] CAFCE 9w He 89 Hak & e 25 AFE stedolE
Q7gtH= g 5] 7o) 44 otolt]ojof FljgsiA] ghertal Wkt 30
Uol7F CAFC, B H9]ollA] St 16t Q= B3 Al101x
O] FAol] B|F=o] & w 447 ofoltrjojghz o] f-2 W 9] é R
alirls 1 A0 - Wustoof ghckar whAJsk= gk 31 S5 A101
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2) Association for Molecular Pathology v. PTO AtZ133)

o] AbAY A CAFCE, H8]% & AHisolated gene)7} ZAE(composition
of matter)2A] S5 ofchAto] FIek I w39 54 §7140] SIeol

imutaion) £ o138 SH117] 4 ) A HLS 2L W] S
H J

29) Id. at 86768
30) Id. at 868.
31 d

32) Id. at 869,
33) Association for Molecular Pathology v. PTO, 653 F.3d 1329 (Fed. Cir. 2011).
34) Id. at 1349-50.

35) Id. at 1355-57.
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36) Id.

37) Cybersource Corp. v. Retail Decisions, Inc., 654 F.3d 1366 (Fed. Cir. 2011).
38) Id. at 1373,

39) Id.

40) Ultramercial, LLC v. Hulu, LLC, 657 F.3d 1323 (Fed. Cir. 2011).
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Eajioltf iy o FE drede] flo] W2 ) 87 Foleke S vhAl &
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Folo] giifo] Hrka wekshich ) okge] o] ARlellA] CAFCE 9] Wi
= 9] Cybersource AR ZA1E gt v]ashr] = sHA=T, thE 73l
Hotle gAOIES Fof Anreke] oS FAlokE 2] 2asinR
et AAZFHE A7 Hobe FolA, o A WS

Cybersource A1 9] W7} 71 A Zo] th2rta Hgprt 42)

5) Fuzzysharp Technologies, Inc. v. 3DLabs Inc., Ltd. AFZ443)

= bk *EH‘%'Q o] Bilski T2 wk2t
WS T8, ofof whet 4 AApt xgE o igo|c) 46)

6) DealerTrack, Inc. v. Huber ArZ447
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41) Id, at 1328,

42) Id. at 1329-30.

43) Fuzzysharp Technologies, Inc. v. 3DLabs Inc,, Ltd,, 447 Fed. Appx. 182 (Fed. Cir, 2011).
44) 1d. at 184.

45) Id. at 184-85.

46) Id. at 185.

47) DealerTrack, Inc. v. Huber, 674 F.3d 1315 (Fed. Cir. 2012).
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48) Id. at 1333,

49) Id. at 1333-34.

50) Fort Properties, Inc. v. American Master Lease LLC, 671 F.3d 1317 (Fed. Cir. 2012),
51) Id. at 1322-23,

52) Id, at 1323-24.
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. AHH Y9 Prometheus #2

AT A9 Bilski A2 FEH L S dASHHAE T A
7 (]

g et 7120l stod= FAIAS 71ES AN 92 A o]& CAFCO] 1]
AL, o2t i T disfiA= A=A 77 flaL skl
ol djsl] &k of7|F ok 559 @ vlgo] A7|=IL QlglLt olF

Ao -2 Bilski ¥4 AL & Hup =|7] oF2 AJx o
aReAdbe o] gl Ado] EAE Prometheus Laboratories, Inc, v, Mayo
Collaborative Services /\]-ZjJ AFC A0 tigt A s)7}fskal, 2+ w4
< Aastoich A HEA SR 29 E= AWty T o] Abdat 7

o] ofu] FAReH Ao ?’ﬁﬁ 91@‘”] MRIE A 2do] Bast7| e Ao HE
o7& AT A& AFFS] ofel X3, olstoll Al ¢ Prometheus A1Zio] of
aff ZA|5] HES] H7)= qhe,

o] AboA EAIE EdEY(e]st Prometheus S5 olgfal gt
e Ap7ra g de A= G55 HAesle ol Wit AU, S. Patent No,
6,355,623) 02 A thEAF O ¢ Ao /Al Aol A 54 A= (6-
th1oguamne)v~ Bk ofalolst Bl 247 (thiopurine) | fE o]2kal JHei]
& Fofole DA(olst FoFdAl Bal dhhel, @ El A oF=o A o

53) I S0{, Matthew Delulio, “Courts Left with Litle Guidance Following the Supreme Court's
Decision in Bilski v. Kappos’, Tulane Journal of Technology & Intellectual Property,
Vol 13(2010), p.292-94; Dennis Crouch, ‘Bilski v. Kappos', Patently—0,
(hitp://www.patentlyo.com/patent/2010/06/bilski—v—kappos—business—methods—out-software—
stil-patentable html), 282 2010, 6, 28, 2L 2012, 6. 9 Douglas J. Levy, ‘US. Patent
Attorneys Say Bilski’ Ruling Didn't Give Necessary Guidance’, The Dolan Company,
<http://www.dolanmedia.com/view.cfm?reclD=610633), A2 2010, 7. 9. Y2 2012, 6, 9,
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(OfsF AAEA 2haL gieh), 9] A AUe] 54 tiike $E=E Sk @

Aols} SRA o gehE T Eo] et 5

o] AbAL] Y319l Mayo Collaborative Services(]s} Mayo 2+l Stch)+=
Prometheus E3|¥go] 3t H2lE H {3t Prometheus Laboratories,
Inc,(0]8} Prometheus’ 2}a Stch) 2 EE Prometheus E3 g o] 285 2tk
HlAEs1E FRlele] BgeRoL, olF B HAEY|S Bofsl|2 2
ottt Mayo®] H|AE7|= Prometheus®] 23} ASHIAIRE 23] 5

sh 4t

Prometheus 3|2 B2 0 2 2} 2o EIfste] E3]E TS 4= ¢l
Aol o4& 1 B3|y} Faetal ksl 59 oof Prometheust=

£ Al718k .

54) YTEol fEe Ci3at 2ok
‘A method of optimizing therapeutic efficacy for treatment of an immune-mediated
gastrointestinal disorder, comprising:
(a) administering a drug providing 6-thioguanine to a subject having said immune-mediated
gastrointestinal disorder; and
(b) determining the level of 6-thioguanine in said subject having said immune—mediated
gastrointestinal disorder,
wherein the level of 6-thioguanine less than about 230 pmol per 8x108 red blood cells
indicates a need to increase the amount of said drug subsequently administered to said
subject and wherein the level of 6-thioguanine greater than about 400 pmol per 8x108 red
blood cells indicates a need to decrease the amount of said drug subsequently administered
to said subject”
55) Prometheus Laboratories, Inc. v. Mayo Collaborative Services, 86 USP.Q.2D 1705 (SD. Cal.
2008).
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3. CAFCO| EHZ L&
1) M1EZEo

Prometheus®] &40 tf3]] CAFCE, Prometheus E3]4go] 5= 7} £H
o] MOT 7|#& £&31E2 E35|5 -2 4= ok #obsqit)

WA Fokael weistel, HofUA SRS Aol Roshe AL oFge)
HES QoI o) B tatEe] FEE ZAY 4 ES S T 3
spH - BelA MBS SRITES) E Q) oFRE Al RSk A&
Be A S 5717 S Zlolehs Holq QA WS skt
Aoleh59) theo 2 Z ATl BRisto], Prometheus S5/ 49 574

oY) 553 Sl I 24 o L s
liquid chromatography)®®) 5-2] B#& AMgsto] A 22| AlZoA Faf o
e FE3todoF sh=d o] Bl 1 A 2] 9] Aol Wrtths AollA,
ZAUAL MRS ST Ft 80

Uol7} CAFGE, 919} o] Sokelol 2ol b Bigo
3l dglo]¥ =3t (data-gathering steps)®?) =& w}7) s Ax} E220]
o] Q= F71A P 9(insignificant extra-solution activity)o]| &3}3F 1o

o oA OB ol 8t AR A AR s 02 YT

)
RUINC)

56) Prometheus Laboratories, Inc. v. Mayo Collaborative Services, 581 F.3d 1336 (Fed. Cir. 2009).
57) Id. at 1346.

58) Id.
59) A20tE2iml(chromatography)zt, =giE2 S0 =0 S NEZ 0HE & S5 220 2o
= = &5t et 52 0127 e f2IE 0[8510, 22 8o 5= 2ES0] Ao

=2 Ao
= ‘|
U= =S 2alote WHS YUSIHRI7|eat "S=otE T4l (http: //ko W\klpedl org/wiki/A2
[3el (e}

o 2xlg 22| - Motz IZR0tET12I|O| 5t ZR0|CHEE ERlEfLA 221l “ﬂéi%‘l‘iﬂﬁﬂﬁ
J=Hmf, {nttp://preview.britannica.co.kr/bol/topic.asp?article_id=b01g3988ay, T4Y: 2012, 6. 9).

60) Prometheus Laboratories, Inc. v. Mayo Collaborative Services, 581 F.3d 1336, 1347 (Fed. Cir.
2009).

61) CAFC= &2 Y112|50f Hole SEHAIE 27sh= ARte2= WHO| HElds Q™6 o £556t
CHo fAleh g RUCE In re Grams, 888 F.2d 835, 840 (Fed. Cir. 1989),

62) Prometheus Laboratories, Inc. v. Mayo Collaborative Services, 581 F.3d 1336, 1347-48 (Fed.
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Although 35 U.S.C. 101 provides a broad patentable subject
matter, the Supreme Court has long held that this provision contains an
important exception that laws of nature, natural phenomena and abstract
ideas are not patentable and these may be deserving of patent protection
exceptively. According to such decisions, lower courts had established
Freeman-Walter-Abel test and applied it for a while. Meanwhile, Court
of Appeals for the Federal Circuit adopted machine-or-transformation
test for patent-eligible processes in 2008, and the Supreme Court
admitted that it is a useful tool for determining whether some claimed
processes are patentable subject matter in 2010 Bilski decision. By the
way, recently, the Supreme Court adjudicated again on the patent-
eligibility of processes in noteworthy Prometheus decision. In this
decision, the Supreme Court held that the patent claims as a whole
should add enough to their statements of the natural laws they recite,
more than simply describe natural laws, to be qualified as patent eligible
processes that apply natural laws. Through this decision, the Supreme
Court ascertained that 35 U.S.C. 101 is still alive as the first test of
patentability, and, by applying machine-or-transformation test narrowly,
tried to avoid that too broad exclusive right is conferred or further
innovation is inhibited as a result of granting a patent for laws of nature
or abstract ideas themselves. But the Supreme Court didn’t present

specific and detain guideline to determine patent-eligibility in
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Prometheus decision, so it is worth to watch future practices of PTO and

lower courts.

Keywords ‘ ..........................................................................................................................

patent-eligibility, application of laws of nature, machine-or-

transformation test, Prometheus Decision
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