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detrimental to, the distinctive character or the repute of the trade mark. 3, 9] A3
Az T (@Ee ol LT WEs d% 55 M8 A 2 oF FE AR st
Ak,

87) O] No L 11, 14. 1. 1994, p.1[http://oami.eu.int/en/mark/aspects/reg/regd094old.htm

(2005. 10. 1. 3%)].

88) Council Regulation (EC) No 40/94 of 20 December 1994 on the Community trade
mark Article 9(1). A Community trade mark shall confer on the proprietor exclusive
rights therein. The proprietor shall be entitled to prevent all third parties not having
his consent from using in the course of trade:

(c) any sign which is identical with or similar to the Community trade mark in
relation to goods or services which are not similar to those for which the Community
trade mark is registered, where the latter has a reputation in the Community and
where use of that sign without due cause takes unfair advantage of, or is detrimental
to, the distinctive character or the repute of the Community trade mark. =3, 9] 7%
A8z G) - oloh T &S 4% F 7 AR st Sl

89) Davidoff & Cie SA and Zino Davidoff SA v. Gofkid, Ltd. (C-292/00): [2003] 1
CM.LR. 35, para.AG7.

90) J. Thomas McCarthy, supra note 85, at 1164 n.5.
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= o anAk el gl Rl Adaolofof hal SPHAM ) A F 2
2

HAkel Al Xl Zlofojof kAol e = AFshA ¢dar o

O A7 = A2 Al A% (the market share occupied by goods or

services sold under the mark), @ 7% A8 Z}%(the intensity of use of the
mark), @ F3E2] AA ARG W $](the geographic extent of use of the mark),
@ ¥ AR 71%F (the duration of use of the mark), ® F¥e| &3t Fi - F

&k

the amount of investment in promoting and advertising the mark)¥}
B 2ass Jlgstelol & JlojThal WA|stol%) FHYdRRIA 9] o5 s}
71 A dde) VEs AAEIRE Stk o R 3 AR Al

Davidoff #7%) 4l Adidas &d9)°l4 ¢ A 5% 2&e] ¥& 183 2o

91) Id. at 1164.
92) General Motors Corp. v. Yplon S.A., (C-375/97): [1999] 3 CM.L.R. 427.
93) Id. at para.43.
94) Id. at para.39.
95) Id. at para.[27].
) Davidoff & Cie SA and Zino Davidoff SA v. Gofkid, Ltd. (C-292/00): [2003] 1

C.M.LR. 35.
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97) Adidas-Salomon AG v. Fitnessworld Trading, Ltd. (C-408/01): [2004] 1 CM.L.R. 14.

98) Davidoff & Cie SA and Zino Davidoff SA v. Gofkid, Ltd. (C-292/00): [2003] 1
CMLR. 35 para25 and 26; Adidas-Salomon AG v. Fitnessworld Trading, Ltd.
(C-408/01): [2004] 1 CM.L.R. 14, para.20.

99) WIEBABIIEE BB25% BB 25, HOOMMF IR e L TIADES L it S 408 & W —
HLCRBED D Z ML, 2 0pmSERR 2 WAL 2masglE L, g1S L, BErL
CIEBRELaZOIERL, IDL, AL, # L CIREXGHIEFIHE 230 U TS 5172,

100) /NRIEE, 4 ) 2—2 3>, Y2 1) 2+ 5100545(1992), 31-32K.
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101) AUmtibd 2000. 6. 29. T10(7)21508(FI6 % 4 4 X 2510445, 2217); #utib# 2000. 7.
18. F11(7)29128(AIfl 2 4 2 X 281044+, 21711); WHFEZ, AIEBAEES, Z525(2003),
23911

102) RIEFAB I 4535 A1,

103) RIEBAILYE 3% 2%

ARIE A I /;@4% zw_ RIEFAWIIE 55555 Eade] 246 st FAstaL
%—«tﬂ T Uge S RAAAEAN A14z029) F

105) ANIE B 1k 5€77|<
06) RNIEFEABIIELE 5145 18 525,
107) IR LD 55125 H1H B15 - $25 - 5§45,
108) pifsik 44 1M BB19%. ADEHICER 2 phh U3 2 KrT 2 b 0L L THAREN
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LOTHMET 2 bO@IABIBTE bORKRC)., B, Pk B46% FUH F185E 9
T HNbE AR SE gl Fa Aes TS vy A ok

109) w9 1980. 12. 9. A1 801829 ¥+ (1981, 13507).
110) AEH A7z A1 A12% - A71% A1 15, $+9, 2004 12. 31. WA =] 2005. 7. 1.
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5. 2%

vlsroll A FAE AL B E o] & 343} o] &2 flellM & A ol AA Z=
o] HAA FEHaL e ek o}, AAl 7 7154 (World Trade Organiza-
tion; WTO)<] “5-9 #&d A& A4 E 7 (Agreement on Trade Related Aspects
of Intellectual Property Rights; TRIPs)”116) 2 AA A Z Ak 7]5HWorld
Intellectual Property Organization; WIPO)2] “H843E He il #st 3%
A 2]QHJoint Recommendation Concerning Provisions on the Protection of

Well-Known Marks)" 7)o X2 77 d3Ee] 8435} Aol a3t 185 otz

116) TRIPs Article 16 [Rights Conferred] 3. Article 6bis of the Paris Convention(1967)
shall apply, mutatis mutandis, to goods or services which are not similar to those in
respect of which a trademark is registered, provided that use of that trademark in
relation to those goods or services would indicate a connection between those goods
or services and the owner of the registered trademark and provided that the interests
of the owner of the registered trademark are likely to be damaged by such use
[http:/ /www.wto.org/english/docs_e/legal_e/27-trips_01_e.htm(2005. 10. 1. 5 <)].

117) Joint Recommendation Concerning Provisions on the Protection of Well-Known
Marks Article 4 [Conflicting Marks] (1)(b). Irrespective of the goods and/or services
for which a mark is used, is the subject of an application for registration, or is
registered, that mark shall be deemed to be in conflict with a well-known mark where
the mark, or an essential part thereof, constitutes a reproduction, an imitation, a
translation, or a transliteration of the well-known mark, and where at least one of the
following conditions is fulfilled:

(i) the use of that mark would indicate a connection between the goods and/or
services for which the mark is used, is the subject of an application for registration, or
is registered, and the owner of the well-known mark, and would be likely to damage
his interests;

(ii) the use of that mark is likely to impair or dilute in an unfair manner the

distinctive character of the well-known mark;
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(iii) the use of that mark would take unfair advantage of the distinctive character of
the well-known mark [http://www.wipo.int/about-ip/en/development_iplaw/pub833.
htm (2005. 10. 1. #4)].

118) oltj3], el ool wat 12, F25} Pe] A9T(1997), 83H.

119) ols} #=sto], 1988 m]= 3k ¥ 3|(United States Trademark Association; USTA) At
& 4% HE $)¥3|(Trademark Review Commission)7} A% xh-¢1] 343} A& 3
= W9 JEY 717 eKTrademark Law Revision Act of 1988)2 A|&3t w4l &
RO HEE 9% GATT @7del loiA mi=ol #eld uAE 2] 918 =7t 9l
Ui A ARk vizE Ak F, v el R B A

I35l eetr] S1E 2AR Ve ke HlA 19 2
Zlo]tHSenate Report No. 100-515, at 7 (1988)].
120) AEA, v= AdEH, 1999, 314,

T dsdhe B
o

W7ol @ g

2

kr

~

_30_



H3E WML B PR #BE

BLE WBML BEe) B W

g5t o] mIFelA Ag 5AF olEAd, 1 wAE olala] daHE

A 19050l N R ml= o AN pg1ano] AmEae] At 244
Al

BN WAR HOIENS B ohleh1) FEAA} A HEES oY 7}

A FRY AFAN AgSHE A9 BoldelE BT 9 ol A
34 o) QelE BEAY FalE AFeke AEY FHS ASHE A

A0S Az wgsa Raha ks WM FE BE

o wdeEol e Add golth 1 tEAe 5 Avuu e

o

0,
N,
o2

ki

s

121) Act of Feb. 20, 1905, ch. 592, 33 Stat. 724, 728.

122) Julius R. Lunsford, Jr., Trademark Basics, 59 The Trademark Reporter 873, 880 (1969);
Patricia Kimball Fletcher, Comment — Joint Registration of Trademarks and the Economic
Value of a Trademark System, 36 University of Miami Law Review 297, 302-303 (1982);
John M. Murphy, Brand Strategy 18 (1990).

123) Edward C. Lukens, The Application of the Principle of Unfair Competition to Cases of
Dissimilar Products, 75 University of Pennsylvania Law Review 197, 205 (1927).
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(2) Vogue ¥7126)

o] AHA9 Y= “VOGUE"gh= #A19 FHAE st QS 9 %49
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SHohal FAIgE W o]t 128)
(3) Rolls-Royce #2129
o] AH9] Y= “ROLLS-ROYCE” “J%5 AHgsto] Apwatel Hd7|E At

st Y, At 9 FES

olg gt vjare] ejel sl e

)

o Agwel BAste] Az - Wolsgrh0
AL mla7)eh et BT A7 A

1

124) Aunt Jemima Mills Co. v. Rigney & Co., 247 F. 407 (2d Cir. 1917).
125

)
)
126) Vogue Co. v. Thompson-Hudson Co., 300 F. 509 (6th Cir. 1924).
127) Id
128) Id. at 509-511.
)
) Id

129) Wall v. Rolls-Royce of America, Inc., 4 F.2d 333 (3d Cir. 1925).
130
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131) Id. at 334.

132) Duro Pump & Manufacturing Co. v. California Cedar Products Co., 11 F.2d 205 (D.
Col. 1925).

133) Id.

134) Id. at 206.

135) Id.

136) Michael Adams, The Dilution Solution: The History and Evolution of Trademark Dilution,
12 DePaul-LCA Journal of Art and Entertainment Law 143, 149 (2002).

137) Eastman Photographic Materials Co. v. John Griffiths Cycle Corp. 15 R.P.C. 105, 110
(Ch. Div'l Ct. 1898).
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138) Michael Adams, supra note 136, at 150; Walter ]J. Derenberg, The Problem of
Trademark Dilution and the Antidilution Statutes, 44 California Law Review 439, 448-449
(1956); David S. Welkowitz, Trademark Dilution: Federal, State, and International Law 6-7
(2002).

139) Frank L Schechter, The Historical Foundations of the Lmw Relating to Trade-Marks
164-171 (1925).
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140) Thomas R. Lee, supra note 81, at 866.

141) Frank I. Schechter, supra note 139, at 164-165.

142) Frank I. Schechter, supra note 35.

143) Id. at 825.

144) Id. at 824-825.

145) Lynda ]. Oswald, supra note 20, at 265; J. Thomas McCarthy, supra note 29, at
§24:67; Thomas R. Lee, supra note 81, at 867, Miles ]. Alexander & Michael K.
Heilbronner, supra note 29, at 96; David S. Welkowitz, Reexamining Trademark Dilution,
44 Vanderbilt Law Review 531, 533 (1991); Beverly W. Pattishall, Dawning Acceptance of
the Dilution Rationale for Trademark - Trade Identity Protection, 74 The Trademark
Reporter 289, 289 (1994); Dickerson M. Downing, From Odol(R) to Lingerie: Dilution and
the Victoria’s Secret Decision, 744 PLI/Pat 273, 284 (2003).

146) Frank L. Schechter, supra note 35, at 818.

147) Id. at 819.
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148) Id. at 825

149) Id. at 831.

150) Id. at 829-830.

151) Id. at 819.

152) Id. at 830.

153) Odol case, Landgericht Elberfeld, 25 Juristische Wochenschrift 502, XXV

Markenschutz und Wettbewerb (MUR) 264 (Sep. 11, 1924).
154) Frank L. Schechter, supra note 35, at 831-832.
155) Id. at 832.
156) Id. at 832.
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) Id. at 831.
) Id. at 828.
160) Id. at 829.
) Id. at 830.
162) Robert N. Klieger, supra note 32, at 805.
) Id. at 807.
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164) Id. at 810; Thomas R. Lee, supra note 81, at 868; Jerre B. Swann, Sr., supra note 65,
at 732.

165) ©]zlo] o|&ut “Perkins Bill”ele} dAoj#= 7§% o]t House Report No. 72-11592,
(1932)]. Perkins Bill®] ApAIst W& 2 1o ¥t AEe| a4 =, David S. Welkowitz,
supra note 138, at 11-12 ¥ appendix A FiL.

166) Hearings Before the House Committee on Patents, 72d Cong. 8-17 (1932).

167) 15 U.S.C. §1114(1)(a).
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169) Walter J. Derenberg, supra note 138, at 452.

170) Id. at 453.
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Ann. 1035/15 (Michie 1993).

173) Act of Apr. 18, 1955, chapter 453, §1, 1955 N.Y. Laws 466 codified as amended at
N.Y. Gen. Bus. Law §368-d (McKinney 1996).

174) 1955 Ga. Laws 453, §1 codified as amended at Ga. Code Ann. §10-1-451(b) (1994s).
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177) Model State Trademark Bill §12 (United States Trademark Association 1964).

178) Robert N. Klieger, supra note 32, at 813 n.132. ¥, 1992l M F FxHer &
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179) David C. Lee, supra note 18, at 328.
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Code §8-12-17 (2003); Alaska Stat. §45.50.180 (Michie 1996); Ariz. Rev. Stat. Ann.
§44-1448.01 (West 2003); Ark. Code Ann. §4-71-213 (Michie 2002); Cal. Bus. & Prof.
Code §14330 (West 2003); Conn. Gen. Stat. Ann. §35-11i(c) (West 2003); Del. Code
Ann. tit. 6, §3313 (2002); Fla. Stat. Ann. §495.151 (West 2003); Ga. Code Ann. §10-1-
451(b) (2002); Haw. Rev. Stat. Ann. §482-32 (Michie 2002); Idaho Code §48-512 (Michie
2002); 765 Ill. Comp. Stat. 1036/65 (2003); lowa Code Ann. §548.113 (West 2002); Kan.
Stat. Ann. §81-214 (2002); La. Rev. Stat. Ann. §51:223.1 (West 2002); Me. Rev. Stat.
Ann. tit. 10, §1530 (West 2003); Mass. Gen. Laws Ann. ch. 110B, §12 (West 2003);
Minn. Stat. Ann. §333.285 (West 2002); Miss. Code Ann. §75-25-25 (Supp. 1998); Mo.
Ann. Stat. §417.061 (West 2002); 2003 Mont. Laws 257 (amending Mont. Code Ann.
§30-13-334 (2002)); Neb. Rev. Stat. Ann. §87-140 (Michie 2002); Nev. Rev. Stat. 600.435
(2002); N.H. Rev. Stat. Ann. §350-A:12 (2002); N.J. Stat. Ann. §56:3-13.20 (West 2003);
N.M. Stat. Ann. §57-3B-15 (Michie 2002); N.Y. Gen. Bus. Law §360-1 (McKinney 2003);
Or. Rev. Stat. §647.107 (2001); 54 Pa. Cons. Stat. Ann. §1124 (West 2003); R.I. Gen.
Laws §6-2- 12 (2002); S.C. Code Ann. §39-15-1165 (Law. Co-op. 2002); Tenn. Code Ann.
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191) Yale Electric Corp. v. Robertson, 26 F.2d 972 (2d Cir. 1928).

192) Id. at 974.

193) Michael Adams, supra note 136, at 157.

194) Tiffany & Co. v. Tiffany Productions, Inc., 264 N.Y.S. 459 (N.Y. Sup. Ct.), aff'd, 260
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199) Michael Adams, supra note 136, at 161.
200) Robert N. Klieger, supra note 32, at 814.

195) Id. at 460-461.
196) Id. at 462.
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198) Id. at 462-463.
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) Bulova Watch Co. v. Stolzberg, 69 F. Supp. 543 (D. Mass. 1947).

) Id. at 543.

) 1d.

204) Robert N. Klieger, supra note 32, at 815 n.141.

205) Bulova Watch Co. v. Stolzberg, 69 F. Supp. 543, 545 (D. Mass. 1947).
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207) Id. at 547.
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210) Id. at 358.
211) Id. at 364.
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213) Robert N. Klieger, supra note 32, at 815 n.141.
)

214) Stork Restaurant, Inc. v. Sahati, 166 F.2d 348, 358 (9th Cir. 1948)
215) Harvard Law Review Association, Dilution: Trademark Infringement or Will-O'-TheWisp?,
77 Harvard Law Review 520, 525 (1964).

_46_



A gk ARHE A%, el AEel daldE ol 2uh “Rad A3

(pseudo-dilution)” 7} sk Tl A A o)X 7| = gt} 216)

(@A HTE HAOZ = 343} o]Eo tial] dvpt FH A AJZHS 714
I QG EAE FHOR RoFs dE2A, g dHo R Yol anA B

fr
o
kel
e
32
i
N
Is
N
N
o,
b
e,
i)
:Ll
I
)
b
ot
N
gi=d
rr
as)
i,
o
Io)
~

o] AbelA “ESQUIRE"2h= Al5e] A& wallets Adie 22 A4xe] A
st Alzshs Fae dis] Ax AH-S 34T e ATete &E Al7IE
11,219) oo thal] Yol duelA “ESQUIRE #H= ¥AE HH Aoz Algd A
27F ok o2 1 A5 7178 Abdoth220) #HE o] fofl A AL tha
Zo] fA sttt

“oF PARTE AR AES sHe A B b ¥ 5 gtk
oA o] AL 43k oo HgHolo s AU Bk Leu, % B
AL BES) AFES WA Stk A, F A3 g4 s 9
e AusE St Apno s A Aumel Aud Asld Be i
Hol AEHA g AL otk HEHM FED IOl B 7S 3
FolLh Anlze] §APS BA e Ao] oheh - znlabe] E¥E 2Y Yo

7AW e AdEoly Mu A9 EA o #ete] ARk 71 vt e AR

216) J. Thomas McCarthy, supra note 29, at §24:113.

217) Esquire, Inc. v. Esquire Slipper Manufacturing Co., 243 F.2d 540 (1st Cir. 1957).
218) Michael Adams, supra note 136, at 162.

219) Esquire, Inc. v. Esquire Slipper Manufacturing Co., 243 F.2d 540, 540 (1st Cir. 1957).
220) Id

_47_



2 AR} fARE AUAE BA A Zoly] wEolna

RS F A4s AN Age) |

Massachusetts 3413} WHlo] g8 Abdolgled], WAL §1 M) ol
, ‘

0 wE] BE o2 MARA AE
%

[o
Hu
o)
1
ol
o
B
O
1‘

e
N
5
e
Ay
ol
rE
42
1o
=
krt
i
Ry
Ju
ot
1%
ot
ol
N
rE
e
x4
2

ST A

s AEH ozl olds] £F o|£S m=i 23} v

k22
of AH olF e Wde] F NS WANY FAL WS A F8she
AE nolFA ek oA o] AT PRI 5 P Y 2 g
ol EBFEAES LTRHAL2 ARAA 34 BAo] U FAR Apolo]
A= N8 8 Y Aee WA sz £ vad dag ole)
QT EGY Zolth2) A3
N

g
o] tig Mol olg @S WA A 7 F M5 YA T

o
)
&LA
ek
1o,
kd
e

=

[¢)

a
=
3
g

2
2
N
N
%0,
¥
o
Y
o

Lob

221) Id. at 542.

222) Michael Adams, supra note 136, at 164; Robert N. Klieger, supra note 32, at
818-819.

223) Robert N. Klieger, supra note 32, at 817.

224) 1d. at 818; Harvard Law Review Association, supra note 215, at 526-527.

225) Cue Publishing Co., Inc. v. Colgate-Palmolive Co., 256 N.Y.5.2d 239, 240 (N.Y. Sup.
Ct.), aff'd, 259 N.Y.S.2d 377 (N.Y. App. Div. 1965).

226) Ye Olde Tavern Cheese Prods., Inc. v. Planters Peanuts Div., Standard Brands, Inc.,
261 F. Supp. 200, 208 (N.D. Ill. 1966), aff'd, 394 F.2d 833 (7th Cir. 1967); EZ Loader
Boat Trailers, Inc. v. Cox Trailers, Inc., 746 F.2d 375, 380 (7th Cir. 1984); Business
Trends Analysts v. Freedonia Group, Inc., 650 F. Supp. 1452, 1458 (S.D.N.Y. 1987).

227) Sears, Roebuck & Co. v. Allstate Driving School, Inc., 301 F. Supp. 4, 19 (E.D.N.Y.
1969); P.F. Cosmetique, S.A. v. Minnetonka, Inc., 605 F. Supp. 662, 672 (S.D.N.Y. 1985);
Oxford Industries, Inc. v. JBJ Fabrics, Inc., 6 U.S.P.Q.2d 1756, 1764 (S.D.N.Y. 1988).
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W. Pattishall, The Dilution Rationale for Trademark — Trade Identity Protection, Its Progress
and Prospects, 71 Northwestern University Law Review 618, 624 (1976) 2.

229) Beverly W. Pattishall, supra note 145, at 290.

230) Polaroid Corp. v. Polaraid, Inc., 319 F.2d 830 (7th Cir. 1963).

231) Lynda J. Oswald, supra note 20, at 267; Kenneth L. Port, supra note 190, at 439-440.

232) Polaroid Corp. v. Polaraid, Inc., 319 F.2d 830, 837 (7th Cir. 1963).

233) Id

234) James Robert Hughes, The Federal Trademark Dilution Act of 1995 and the Evolution of
the Dilution Doctrine — Is it Truly a Rational Basis for the Protection of Trademarks?, 1998
Detroit College of Law at Michigan State University Law Review 759, 772 (1998).
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) James Robert Hughes, supra note 234, at 772. #I3% A|44 2. (1) 3=
) Tiffany & Co. v. Boston Club, Inc., 231 F. Supp. 836 (D.C. Mass. 1964).
) Id. at 838.
239) Id. at 842.
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) 1d. at 844.
) Id. at 843.
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250) Robert N. Klieger, supra note 32, at 816.

251) Harvard Law Review Association, supra note 215, at 528. 2|43} o|20 % Qg AL3]
A HlEaiel detos, A7 A2E 2. Fx

252) Robert N. Klieger, supra note 32, at 816.

253) Milton W. Handler, Are the State Antidilution Lmws Compatible with the National
Protection of Trademarks?, 75 The Trademark Reporter 269, 277 (1985).

254) Robert ]J. Shaughnessy, Trademark Parody: A Fair Use and First Amendment Analysis,
72 Virginia Law Review 1079, 1088 (1986).

255) Coffee Dan's, Inc. v. Coffee Don’s Charcoal Broiler, 305 F. Supp. 1210 (N.D. Cal.
1969).

256) Id. at 1217 n.13.

257) Harvard Law Review Association, supra note 215, at 529.
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258) Robert N. Klieger, supra note 32, at 816-817.

259) Beverly W. Pattishall, supra note 228, at 625-626.

260) Robert N. Klieger, supra note 32, at 817.

261) Milton W. Handler, supra note 263, at 283-287; Lisa M. Brownlee, Mead Data Central
v. Toyota and Other Contemporary Dilution Cases: High Noon for Trademark Law’s Misfit
Doctrine?, 79 The Trademark Reporter 471, 498-502 (1989); Richard A. De Sovo,
Antidilution Laws: The Unresolved Dilemma of Preemption Under the Lanham Act, 84 The
Trademark Reporter 300, 312-20 (1994); Julie Arthur Garcia, Trademark Dilution:
Eliminating Confusion, 85 The Trademark Reporter 489, 520-523 (1995).

262) United States Jaycees v. Commodities Magazine, Inc., 661 F. Supp. 1360, 1367-1368
(N.D. Towa 1987). 124}, oj¢} 2e] iy ¢4 dz& A&atA ofyd #dd= 3l
HPlasticolor Molded Products v. Ford Motor Co., 713 F. Supp. 1329, 1344-1346 (1989),
vacated, 767 F. Supp. 1036 (C.D. Cal. 1991); Mead Data Central, Inc. v. Toyota Motor
Sales, US.A., Inc, 702 F. Supp. 1031, 1040-1041 (S.D.N.Y. 1988) rev'd on other
grounds, 875 F.2d 1026 (2d Cir. 1989)].

263) Milton W. Handler, supra note 263, at 277; Ellen P. Winner, Right of Identity: Right
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of Publicity and Protection for a Trademark’s “Persona”, 71 The Trademark Reporter 193,
206 (1981).

264) Beverly W. Pattishall, supra note 228, at 624.

265) Robert N. Klieger, supra note 32, at 816; Michael Adams, supra note 136, at 165;
Beverly W. Pattishall, supra note 228, at 621.

266) Allied Maintenance Corp. v. Allied Mechanical Trades, Inc., 369 N.E2d 1162 (N.Y.
1977).

267) Miles ]. Alexander & Michael K. Heilbronner, supra note 29, at 100; Robert N.
Klieger, supra note 32, at 819; James Robert Hughes, supra note 234, at 766; Terry R.
Bowen, The Federal Trademark Dilution Act of 1995 — Does It Address the Dilution
Doctrine’s Most Serious Problems?, 7 DePaul-LCA Journal of Art and Entertainment Law
75, 81 (1996).

268) Allied Maintenance Corp. v. Allied Mechanical Trades, Inc., 369 N.E.2d 1162, 1163
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(N.Y. 1977).

269) Id. at 1162.

270) 1d.; Allied Maintenance Corp. v. Allied Mechanical Trades, Inc., 390 N.Y.S.2d 101,
101 (N.Y.A.D. 1977).

271) Allied Maintenance Corp. v. Allied Mechanical Trades, Inc., 369 N.E2d 1162, 1165
(N.Y. 1977).

272) 1d.

273) Tiffany & Co. v. Tiffany Productions, Inc., 264 N.Y.S. 459 (N.Y. Sup. Ct.), aff'd, 260
N.Y.S. 821 (N.Y. App. Div. 1932), aff'd, 188 N.E. 30 (N.Y. 1933). #I37& #A|3d 2. (2) %
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274) Allied Maintenance Corp. v. Allied Mechanical Trades, Inc., 369 N.E2d 1162,
1165-1166 (N.Y. 1977).

275) 1d. at 1166. o] wiel ¢l #do] o] e New YorkT H{ #dA=3 FAH= AL of
Yk ®71% #tMushroom Makers, Inc. v. R.G. Barry Corp., 580 F.2d 44, 49 (2d
Cir. 1978)].

276) Allied Maintenance Corp. v. Allied Mechanical Trades, Inc., 369 N.E.2d 1162, 1166
(N.Y. 1977).

277) F 228) #x.

278) Frank I. Schechter, supra note 35, at 818. Xﬂ 3% A2d =,

279) <A, “3 A5t Aol ARH7] S EETHsol eHe vt ofF AT
b4 xatglorm® dae] F 5 714tk a A UD.C. Comics, Inc. v. Reel Fantasy,
Inc.,, 539 F. Supp. 141, 145 (SD.N.Y. 1982) rev'd on other grounds, 696 F.2d 24 (2d
Cir. 1982)], ®=+= "33} WAL Egrbsdolu 9119 ofofrt A u= Aol 2849
73 gk o &= HIthBeneficial Corp. v. Beneficial Capital Corp., 529 F. Supp. 445, 451
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Stores, Inc. v. Safeway Discount Drugs, Inc., 675 F.2d 1160, 1167 (11th Cir. 1982); Sally
Gee, Inc. v. Myra Hogan, Inc.,, 699 F.2d 621, 624 (2d Cir. 1983); Deere & Co. v. MTD
Products, 41 F.3d 39, 42 (2d Cir. 1994); Scott v. Mego International, Inc., 519 F. Supp.
1118, 1137 (D. Minn. 1981)]. thk, s]areflAl Aaref ololS Had o7t A=A o
71 A s A A8 9 A5 21 oAU A5 A o R-5 Adaly] 98t
of 13 o4t dvty ¥ HAHE QltHAmerican Express Co. v. Vibra Approved
Lab. Corp., 10 U.S.P.Q.2d 2006, 2012 (S.D.N.Y. 1989)].

281) Deere & Co. v. MTD Products, 41 F.3d 39, 46 (2d Cir. 1994); David C. Lee, supra
note 18, at 329; Robert N. Klieger, supra note 32, at 820.

282) Allied #Zo] ezl 19779 o] F 1994 o]27]7t%], A WA 31X g7} EAH
AFE 15970191z, ©f T A eRvyrt F A4E WA 2AZ §ho] vl AR
ARE FAE AR 4 1070l Bt dobrh o224 F FAg Ak SAR
afo] Fae] AR AMEE A Ae A 476 AvA ok=tHKenneth L. Port, supra
note 190, at 441). ¥, 19779%E 19967k 5= 31418} WAW-& 2&3ke] 919 A3
AHES 2% BEEE 9] 16710 th(Robert N. Klieger, supra note 32, at 820 n.174).
Community Federal Savings and Loan Association v. Orondorff, 678 F.2d 1034, 1037
(11th Cir. 1982); Hyatt Corp. v. Hyatt Legal Services, 736 F.2d 1153, 1158 (7th Cir.
1984); Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Celozzi-Ettelson
Chevrolet, Inc., 855 F.2d 480, 485 (7th Cir. 1988); Deere & Co. v. MTD Products, Inc.,
41 F.3d 39, 45 (2d Cir. 1994); Dawn v. Sterling Drug, Inc., 319 F. Supp. 358, 363 (C.D.
Cal. 1970); Instrumentalist Co. v. Marine Corps League, 509 F. Supp. 323, 333 (N.D. IIL
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1981); Pillsbury Co. v. Milky Way Productions, Inc.,, 215 USP.Q. 124, 135 (N.D. Ga.
1981); Estee Lauder, Inc. v. Cinnabar 2000 Haircutters, Inc., 218 US.P.Q. 191, 192
(SD.NY.), aff'd, 714 F2d 112 (2d Cir. 1982); Sykes Laboratory, Inc. v. Kalvin, 610 F.
Supp. 849, 858 (C.D. Cal. 1985); American Express Co. v. Vibra Approved Lab. Corp.,
10 US.P.Q.2d 2006, 2012 (S.D.N.Y. 1989); Eastman Kodak Co. v. D.B. Rakow, 739 F.
Supp. 116, 120 (W.D.N.Y. 1989); Coca-Cola Co. v. Alma-Leo USA., Inc, 719 F. Supp.
725, 729 (N.D. IIl. 1989); Hester Industries, Inc. v. Tyson Foods, Inc, 16 U.S.P.Q.2d
1275, 1280 (N.D.N.Y. 1990); McDonald’s Corp. v. Technologies, 17 U.S.P.Q.2d 1557,
1560 (N.D. Cal. 1990); Eventide Inc. v. DOD Electronics Corp., 1995 WL 239044, at *18
(S.D.N.Y. 1995); Wedgwood Homes, Inc. v. Lund, 659 P.2d 377, 383 (Or. 1983).

283) Robert N. Klieger, supra note 32, at 820-821.

284) Id. at 821.

285) Frank L. Schechter, supra note 35, at 830.
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286) Robert N. Klieger, supra note 32, at 821.

287) Fruit of the Loom, Inc. v. Girouard, 994 F.2d 1359, 1363 (9th Cir. 1993); J. Thomas
McCarthy, supra note 29, at §24:13:1.b; American Law Institute, supra note 34, at §25
comment f.

288) Robert N. Klieger, supra note 32, at 821-822.

289) 1d. at 822.

290) 1d.

291) Jonathan E. Moskin, Dilution or Delusion: The Rational Limits of Trademark Protection,
83 The Trademark Reporter 122, 134 (1993).
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292) Dawn v. Sterling Drug, Inc., 319 F. Supp. 358 (C.D. Cal. 1970).

293) Robert N. Klieger, supra note 32, at 822.

294) Dawn v. Sterling Drug, Inc., 319 F. Supp. 358, 360 (C.D. Cal. 1970).

295) Id

296) Id

297) 1d. at 362.

298) Id. at 363.

299) 1d

300) Robert N. Klieger, supra note 32, at 823.
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302) Coffee Dan’s, Inc. v. Coffee Don’s Charcoal Broiler, 305 F. Supp. 1210, 1217 n.13
(N.D. Cal. 1969); J. Thomas McCarthy, supra note 29, at §24:108; Robert N. Klieger,
supra note 32, at 823; James Robert Hughes, supra note 234, at 767.

303) American Law Institute, supra note 34, at comment c. #1273 #2742 1. F=x.

304) National City Bank of Cleveland v. National City Window Cleaning Co., 190 N.E.2d
437, 439 (Ohio 1963).

305) Alexander F. Simonson, How and When Do Trademarks Dilute: A Behavioral Framework
to Judge “Likelihood” of Dilution, 83 The Trademark Reporter 149, 151 (1993).

306) Cyd B. Wolf, Trademark Dilution: The Need for Reform, 74 The Trademark Reporter
311, 318 (1984).

307) Elliot B. Staffin, supra note 25, at 117; James Robert Hughes, supra note 234, at 771.
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308) Wedgwood Homes, Inc. v. Lund, 659 P.2d 377 (Or. 1983).

309) Id. at 382.
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327) Jonathan E. Moskin, supra note 291, at 123; Alexander F. Simonson, supra note 305,
at 150; Ralph S. Brown, Jr., Advertising and the Public Interest: Legal Protection of Trade
Symbols, 57 Yale Law Journal 1165, 1191-1192 (1948); Jonathan E. Moskin, Dilution Act:
Patent Medicine for Trademark Ailment?, New York Law Journal 1 (Mar. 8, 1996).
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334) Robert N. Klieger, supra note 32, at 825.

335) Freedom Savings and Loan Association v. Way, 757 F.2d 1176 (11th Cir.), cert.
denied, 474 U.S. 845 (1985).

336) Id. at 1176.

337) Freedom Savings and Loan Association v. Way, 583 F. Supp. 544, 553 (D.C.Fla.
1984).

338) Freedom Savings and Loan Association v. Way, 757 F.2d 1176, 1186 (11th Cir. 1985).
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490, 492 (Fla. Dist. Ct. App. 1990)].

339) Freedom Savings and Loan Association v. Way, 757 F.2d 1176, 1186 (11th Cir. 1985).

340) Robert N. Klieger, supra note 32, at 826.

341) David S. Welkowitz, supra note 145, at 569.

342) Mead Data Central, Inc. v. Toyota Motor Sales, US.A., Inc., 875 F.2d 1026 (2d Cir.
1989).

343) Id. at 1027.
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344) 1d. at 1028.

345) Mead Data Central, Inc. v. Toyota Motor Sales, US.A., Inc., 702 F. Supp. 1031, 1031
(S.D.N.Y., 1988).

346) Mead Data Central, Inc. v. Toyota Motor Sales, USA. Inc, 875 F.2d 1026,
1030-1031 (2d Cir. 1989).

347) Id. at 1035.

348) Deere & Co. v. MTD Products, Inc., 41 F.3d 39, 43 (2d Cir. 1994); Merriam-Webster,
Inc. v. Random House, Inc., 35 F.3d 65, 73 (2d Cir. 1994); Sports Authority, Inc. v.
Prime Hospitality Corp., 89 F.3d 955, 966 (2d Cir. 1996); Ringling Brothers-Barnum &
Bailey Combined Shows, Inc. v. B.E. Windows Corp., 937 F. Supp. 204, 211-214
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(S.D.N.Y. 1996); American Express Co. v. CFK, Inc., 947 F. Supp. 310, 317 (E.D. Mich.
1996); Clinique Laboratories, Inc. v. Dep Corp., 945 F. Supp. 547, 562 (S.D.N.Y. 1996);
WAWA Dairy Farms v. Haaf, 40 US.P.Q.2d 1629, 1632-1633 (E.D. Pa. 1996), aff'd, 116
F3d 471 (3d Cir. 1997); Hershey Foods Corp. v. Mars, Inc., 998 F. Supp. 500, 519
(M.D. Pa. 1998); Landscape Forms, Inc. v. Columbia Cascade Co., 117 F. Supp. 2d 360,
370 (S.D.N.Y. 2000); Times Mirror Magazines, Inc. v. Las Vegas Sports News, L.L.C,
212 F.3d 157, 168 (3d Cir. 2000), cert. denied, 531 U.S. 1071 (2001).

349) David S. Welkowitz, supra note 138, 251-257; Thomas R. Lee, supra note 81, at 927;
Howard ]. Shire, Varying Standards For Assessing Whether There Is Dilution Under the
Federal Trademark Dilution Act, 91 The Trademark Reporter 1124, 1126-1128 (2001).

350) Lynda ]J. Oswald, supra note 20, at 295; ]J. Thomas McCarthy, supra note 29, at
§24:94.3; Robert N. Klieger, supra note 32, at 826-827.

351) A3% A2A Az,

352) J. Thomas McCarthy, supra note 29, at §24:94.3.

353) Hershey Foods Corp. v. Mars, Inc.,, 998 E. Supp. 500, 520 (M.D. Pa. 1998).

354) Bristol-Meyers Squibb Co. v. McNeil-P.P.C., Inc., 973 F.2d 1033, 1046 (2d Cir. 1992);

American Law Institute, supra note 34, at §21(c).
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355) Robert N. Klieger, supra note 32, at 827.

356) J. Thomas McCarthy, supra note 29, at §24:94.3; Jonathan E. Moskin, supra note 291,
at 141.

357) Robert N. Klieger, supra note 32, at 827.

358) J. Thomas McCarthy, supra note 29, at §24:94.3.

359) Robert N. Klieger, supra note 32, at 828.

360) David S. Welkowitz, supra note 145, at 540; Jonathan E. Moskin, supra note 291, at
142; Alexander F. Simonson, supra note 305, at 162; Maureen Morrin & Jacob Jacoby,
Trademark Dilution: Empirical Measures for an Elusive Concept, 19 Journal of Public Policy
& Marketing 265, 269 (2000).

361) Robert N. Klieger, supra note 32, at 827 n.215.
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362) Mead Data Central, Inc. v. Toyota Motor Sales, U.S.A., Inc., 875 F.2d 1026, 1038 (2d

Cir. 1989).

J. Thomas McCarthy, supra note 29, at §24:94.

Id. at §24:94.3.

Robert N. Klieger, supra note 32, at 826.
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Cir. 1998); Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Utah Division
of Travel Development, 170 F.3d 449, 463-464 (4th Cir. 1999); Nabisco, Inc. v. PF
Brands, Inc. 191 F.3d 208, 227-228 (2d Cir. 1999). =3, Lexis AH19] 67F4 Q45
i EE7Fed R wddy] S1F ZlojEtal mjddt #dH ek FokE ¢ IH{LP.
Lund Trading ApS v. Kohler Co. 163 F.3d 27, 49-50 (1st Cir. 1998); Times Mirror
Magazines, Inc. v. Las Vegas Sports News, L.L.C., 212 F.3d 157, 168 (3d Cir. 2000); Eli
Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456, 468 (7th Cir. 2000)].

369) A4 A3E 1. F=x.

370) Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 217-220 (2d Cir. 1999).
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372) Robert N. Klieger, supra note 32, at 827.

373) Id. at 828.

374) L.L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26, 31 (1st Cir.), cert. denied, 483
U.S. 1013 (1987); American Law Institute, supra note 34, at §25 comment c.

375) Alexander F. Simonson, supra note 305, at 151.

376) Cyd B. Wolf, supra note 306, at 318.

377) Hormel Foods Corp. v. Jim Henson Productions, Inc., 73 F.3d 497 (2d Cir. 1996).

378) 1d. at 500-501.
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379) 1d. at 507.

)
380) Id

381) James Robert Hughes, supra note 234, at 780.

382) General Electric Co. v. Alumpa Coal Co., Inc., 205 U.S.P.Q. 1036 (D. Mass. 1979).
383) Id. at 1036.

384) Id. at 1037.

385) Id
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386) Chemical Corp. of America v. Anheuser-Busch, Inc., 306 F.2d 433 (5th Cir. 1962),
cert. denied, 372 U.S. 965 (1963).

387) Id. at 434.

388) Id

389)

390)

391) Coca-Cola Co. v. Gemini Rising, Inc., 346 F. Supp. 1183 (E.D.N.Y. 1972).

Id. at 433.
James Robert Hughes, supra note 234, at 777.
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Robert N. Klieger, supra note 32, at 829.

Pillsbury Co. v. Milky Way Productions, Inc., 215 U.S.P.Q. 124 (N.D. Ga. 1981).

399) 1d. at 126.

400) Id. at 135.

401) Dallas Cowboys Cheerleaders, Inc. v. Pussycat Cinema, Ltd., 604 F.2d 200 (2d Cir.
1979).
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(SD.N.Y. 1979).
405) Dallas Cowboys Cheerleaders, Inc. v. Pussycat Cinema, Ltd., 604 F.2d 200, 207 (2d
Cir. 1979).
406) Eastman Kodak Co. v. Rakow, 739 F. Supp. 116 (W.D.N.Y. 1989).
407) 1d. at 117.
408) 1d. at 118.
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411) Id. at 120.

412) Id.

413) L.L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26 (1st Cir. 1987), cert. denied, 483
U.S. 1013 (1987).

414) Id. at 27.

415) L.L. Bean, Inc. v. Drake Publishers, Inc., 625 F. Supp. 1531, 1536-1537 (D. Me. 1986).

416) 1d. at 1539.

417) L.L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26, 27 (1st Cir. 1987).
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425) Deere & Co. v. MTD Products, Inc., 41 F.3d 39 (2d Cir. 1994).

426) 1d. at 41-42.

427) 1d. at 41.

428) 1d. at 41-42.

429) Deere & Co. v. MTD Products, Inc., 860 F. Supp. 113, 122 (S.D.N.Y. 1994).
430) Deere & Co. v. MTD Products, Inc., 41 F.3d 44 (2d Cir. 1994).

431)

432)

433)

Id. at 41.
Id. at 44.
Id. at 43-44.
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437) Hormel Foods Corp. v. Jim Henson Productions, Inc., 73 F.3d 497 (2d Cir. 1996).
438) Id. at 507.
439) James Robert Hughes, supra note 234, at 783.
) A

440) A3 A4A 2. (1) =,
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441) The United States Trademark Association, supra note 53, at 434; James Robert
Hughes, supra note 234, at 781.

442) Robert N. Klieger, supra note 32, at 830.

443) Beverly W. Pattishall, supra note 145, at 306-307; David S. Welkowitz, supra note
145, at 587-588.

444) James Robert Hughes, supra note 234, at 777 n.152; Robert N. Klieger, supra note
32, at 830.

445) Model State Trademark Bill §12. Likelihood of injury to business reputation or of

dilution of the distinctive quality of a mark registered under this chapter, or a mark

valid at common law, or a trade name valid at common law, shall be a ground for
injunctive relief notwithstanding the absence of competition between the parties or the
absence of confusion as to the source of goods or services.

446) tivk 919 22 2l F Mg AR Al1229] d|A o #3tolE, “injury to business
reputation” 7} “dilution of the distinctive quality of a mark” & 7}7} 592l #AZ 3}
o8k 7o) olye}, “injury to business reputation” ¥} “dilution”o] th 2l @Al U&= A
o=, % 9 114 “injury to business reputation -+ of the distinctive quality of a
mark” 2 @A stofof 3lm, Ltolrl “injury to business reputation”# “dilution” > A= &
ooj2 Hofop shaL of7]elli= A9 ofstel £4o] B EetEthe d7E lth(J. Thomas
McCarthy, supra note 29, at §24:80). L2t} o] thatel:=, “injury to business reputa-
tion”> &4Fell g% A sE gujgitks Asie AAHEI Qlow(David S. Welkowitz,
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supra note 145, at 587), % il A ojzjg A3
[Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 432 (2003)].
447) Plasticolor Molded Products v. Ford Motor Co., 713 F. Supp. 1329, 1342 (1989),
vacated, 767 F. Supp. 1036 (C.D. Cal. 1991); Lisa M. Brownlee, supra note 261, at 477.
448) Kimbley L. Muller, A Position of Advocacy in Support of Adoption of a Preemptive
Federal Antidilution Statute, 83 The Trademark Reporter 175, 181 (1993).

449) Robert N. Klieger, supra note 32, at 830; James Robert Hughes, supra note 234, at
781.

450) Robert N. Klieger, supra note 32, at 830-831; James Robert Hughes, supra note 234,
at 781.
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452) Robert N. Klieger, supra note 32, at 831; James Robert Hughes, supra note 234, at
768.

453) Robert J. Shaughnessy, supra note 254, at 1090-1091 n.57. ©]¢} 2 =
Helo] 5143t o2& Fal AR ANA AT wsFoRH TAT AE &
%0 EAHQ ARAL Polaht 292 AALnT AR delq iz
THRobert N. Klieger, supra note 32, at 823).

454) Robert N. Klieger, supra note 32, at 831; James Robert Hughes, supra note 234, at
783.

455) Robert N. Klieger, supra note 32, at 831; James Robert Hughes, supra note 234, at
768; Terry R. Bowen, supra note 267, at 80.

456) Kraft General Foods, Inc. v. Allied Old English, Inc., 831 F. Supp. 123, 134 (S.D.N.Y.
1993).

457) A3 A4E 2. Fx.

458) Dawn v. Sterling Drug, Inc., 319 F. Supp. 358, 363 (C.D. Cal. 1970).
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459) Ameritech, Inc. v. American Information Technologies Corp., 811 F.2d 960, 965 (6th
Cir. 1987); Hester Industries, Inc. v. Tyson Foods, Inc, 16 US.P.Q2d 1275, 1280
(N.D.N.Y. 1990); Stern’s Miracle-Gro Prods., Inc. v. Shark Products, Inc.,, 823 F. Supp.
1077, 1090 (S.D.N.Y. 1993).

460) Elliot B. Staffin, supra note 25, at 165-166; Robert N. Klieger, supra note 32, at 831;
James Robert Hughes, supra note 234, at 768.

461) Plasticolor Molded Products v. Ford Motor Co., 713 F. Supp. 1329, 1342 (C.D. Cal.
1989); Robert N. Klieger, supra note 32, at 831; James Robert Hughes, supra note 234,
at 768-769.

462) Accuride International, Inc. v. Accuride Corp., 871 F.2d 1531, 1539 (9th Cir. 1989);
Sunmark, Inc. v. Ocean Spray Cranberries, Inc., 64 F.3d 1055, 1060 (7th Cir. 1995).

463) Sally Gee, Inc. v. Myra Hogan, Inc., 699 F.2d 621, 625 (2d Cir. 1983); Mead Data
Central, Inc. v. Toyota Motor Sales, US.A., Inc,, 875 F.2d 1026, 1032 (2d Cir. 1989);
P.F. Cosmetique, S.A. v. Minnetonka Inc., 605 F. Supp. 662, 672 (S.D.N.Y. 1985).

464) Robert N. Klieger, supra note 32, at 831-832; Milton W. Handler, supra note 263, at
278.

465) J. Thomas McCarthy, 2 McCarthy on Trademarks and Unfair Competition §11:2 (4th ed.
2004).

466) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Celozzi-Ettelson
Chevrolet, Inc., 855 F.2d 480, 483 (7th Cir. 1988).
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467) Hyatt Corp. v. Hyatt Legal Services, 736 F.2d 1153, 1157 (7th Cir. 1984); International
Jensen, Inc. v. Metrosound U.S.A., Inc., 4 F3d 819, 826 (9th Cir. 1993); Julie Arthur
Garcia, supra note 261, at 504.

468) Robert N. Klieger, supra note 32, at 832; James Robert Hughes, supra note 234, at
770.

469) Robert N. Klieger, supra note 32, at 832-833; James Robert Hughes, supra note 234,
at 770; Nancy S. Greiwe, Antidilution Statutes: A New Attack on Comparative Advertising,
61 Boston University Law Review 220, 225 (1981); Robert C. Denicola, Trademarks as
Speech: Constitutional Implications of the Emerging Rationales for the Protection of Trade
Symbols, 1982 Wisconsin Law Review 158, 187 (1982); Howard ]. Shire, Dilution Versus
Deception-Are  State Antidilution Laws an Appropriate Alternative to the Law of
Infringement?, 77 The Trademark Reporter 273, 293 (1987).

470) Wash. Rev. Code Ann. § 19.77.160 (West 1997).

471) Robert N. Klieger, supra note 32, at 833.
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472) Robert N. Klieger, supra note 32, at 833; Howard ]. Shire, supra note 469, at 298.

473) Robert ]. Shaughnessy, supra note 254, at 1090-1091 n.57.

474) Sally Gee, Inc. v. Myra Hogan, Inc, 699 F.2d 621, 625 (2d Cir. 1983); Hester
Industries, Inc. v. Tyson Foods, Inc.,, 16 U.S.P.Q.2d 1275, 1282 (N.D.N.Y. 1990).

475) James Robert Hughes, supra note 234, at 770 - 784.
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76) ©]E¥}F “Lanham Act”E 7| gtth(15 US.C. §§1051-1127).

477) 15 US.C. §1114(1)(a).

478) 15 U.S.C. §1125(a)(1)(A).

479) A|37¢ A34E 1. F=x.

480) Avon Shoe Co., Inc. v. David Crystal, Inc,, 171 F. Supp. 293, 299 (S.D.N.Y. 1959);
Anheuser-Busch, Inc. v. Florists Ass'n of Greater Cleveland, Inc., 224 USP.Q. 493, 497
(N.D. Ohio 1984); Kern's Kitchen, Inc. v. Bon Appetit, 669 F. Supp. 786, 792 (W.D. Ky.
1987); Worthington Foods, Inc. v. Kellogg Co., 732 F. Supp. 1417, 1457 (S.D. Ohio
1990).

481) Sykes Laboratory, Inc. v. Kalvin, 610 F. Supp. 849, 855-856 (C.D. Cal. 1985).
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82) David C. Lee, supra note 18, at 329.

83) Id. shd, 1978 el A|Y¥ ofmpFo] A =of 5
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AeH (36 US.C. §220506), ol 5
(Robert N. Klieger, supra note 32, at 83
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71 §18t A7olgh= HAR BA|EFeI[San Francisco Arts & Athletics, Inc. v. United States
Olympic Committee, 483 U.S. 522, 539 (1987)] $1 4ol 845 o]&o] ZAsta Stk
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484) Pub L 100-667, 102 Stat 3935.

485) Robert N. Klieger, supra note 32, at 837; Jerome Gilson, A Federal Dilution Statute: Is
It Time?, 83 The Trademark Reporter 108, 112 (1993).

486) Robert N. Klieger, supra note 32, at 836.
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488) Jerome Gilson, supra note 485, at 112.

489) The United States Trademark Association, supra note 53, at 454-462.

490) Julie Arthur Garcia, supra note 261, at 492 n.18. ©|x ¥ s} 93|17} A3} #dA +f
Ae AAE Jle FaL, 1988 g E A AdENS “EAA B e SAoleaL 4R
% stth(Jerome Gilson, supra note 485, at 115).

491) House Report No. 100-1028, at 6-7 (1992). 3|43} o]&3} A& - xH AF-91e] A
Beted=, A7 A 4. Fx T ofelok, A3} o] @ Wyl olefnks ub

ok Zo2A @ ARAAE AYAA BT Bu opet @ T AL AR A
Aests dele @ olgss AN wiel olF AW AhdelAM qh&she A
st b= w#rh 9tk #4871 % [ Vincent Palladino, Revive Federal
Dilution Law, Manhattan Law 13 (Nov. 7, 1989)].

492) Jerome Gilson, supra note 485, at 115.

493) Id.

494) Patent Office Oversight: Hearing Before the Subcommmittee on Patents, Copyrights and
Trademarks of the Senate Judiciary Committee, 103d Cong. 54, 58-59 (1994).

=

il
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495) Elliot B. Staffin, supra note 25, at 109-110; Patrick M. Bible, Defining And Quantifying
Dilution Under the Federal Trademark Dilution Act of 1995: Using Survey Euvidence to Show
Actual Dilution, 70 University of Colorado Law Review 295, 300 (1999).

496) ]. Thomas McCarthy, supra note 29, at §24:87.

497) Robert N. Klieger, supra note 32, at 838.

498) 1d. at 839.

499) Trademark Dilution Bill Cleared for White House, Daily Report for Executives A2 (Jan.
3, 1996).

500) Id.

501) Dominic Bencivenga, Trademark Dilution: New Lmv Extends Protection of Famous Marks,
New York Law Journal 5 (Jan. 25, 1996).

502) Robert N. Klieger, supra note 32, at 838.

503) + 116) F=.

504) House Report No. 104-374, at 4 (1995). ¢, AW 23| eAe] HE 3|7} WA £

_93_



ojgtel A= olgfst AHE AA AAE I A3 HAPH g e AT
R7|Z 3hoh

7N1EY A AEHS NP Aoz dWe Ay X3 IxHe 4 Ul

=
2 gt AR Aol IJAHE A4l 1 FAE FTE & Uk - 4
WY ole FEAEAAN S oRE Pdely] daNE e 7 B 94 F AN A}
AN
o=

A WA A F2 o71de ATAELS AUz AHHYY A% F elolgy A
gtk (Robert N. Klieger, supra note 32, at 839).

P 3|43 AdaEio] A A A (senior user)’2tE EE Al “E & OX]-(owner)
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506) Lanham Act §43(c)(1)[15 U.S.C. §1125(c)(1)]. The owner of a famous mark shall be

entitled, subject to the principles of equity and upon such terms as the court deems
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reasonable, to an injunction against another person’s commercial use in commerce of a
mark or trade name, if such use begins after the mark has become famous and causes
dilution of the distinctive quality of the mark, and to obtain such other relief as is
provided in this subsection. In determining whether a mark is distinctive and famous,
a court may consider factors such as, but not limited to

(A) the degree of inherent or acquired distinctiveness of the mark;

(B) the duration and extent of use of the mark in connection with the goods or
services with which the mark is used;

(C) the duration and extent of advertising and publicity of the mark;

(D) the geographical extent of the trading area in which the mark is used;

(E) the channels of trade for the goods or services with which the mark is used;

(F) the degree of recognition of the mark in the trading areas and channels of trade
used by the marks” owner and the person against whom the injunction is sought;

(G) the nature and extent of use of the same or similar marks by third parties; and

(H) whether the mark was registered under the Act of March 3, 1881, or the Act of
February 20, 1905, or on the principal register.

507) Lanham Act §43(c)(2)[15 U.S.C. §1125(c)(2)]. In an action brought under this
subsection, the owner of the famous mark shall be entitled only to injunctive relief as
set forth in section 1116 of this title unless the person against whom the injunction is
sought willfully intended to trade on the owner’s reputation or to cause dilution of
the famous mark. If such willful intent is proven, the owner of the famous mark
shall also be entitled to the remedies set forth in sections 1117(a) and 1118 of this
title, subject to the discretion of the court and the principles of equity.

508) Lanham Act §43(c)(3)[15 U.S.C. §1125(c)(3)]. The ownership by a person of a valid
registration under the Act of March 3, 1881, or the Act of February 20, 1905, or on
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the principal register shall be a complete bar to an action against that person, with
respect to that mark, that is brought by another person under the common law or a
statute of a State and that seeks to prevent dilution of the distinctiveness of a mark,
label, or form of advertisement.

509) Lanham Act §43(c)(4)[15 U.S.C. §1125(c)(4)]. The following shall not be actionable
under this section:

(A) Fair use of a famous mark by another person in comparative commercial
advertising or promotion to identify the competing goods or services of the owner of
the famous mark.

(B) Noncommercial use of a mark.

(C) All forms of news reporting and news commentary.

510) Lanham Act §45(15 US.C. §1127). The term “dilution” means the lessening of the
capacity of a famous mark to identify and distinguish goods or services, regardless of
the presence or absence of

(1) competition between the owner of the famous mark and other parties; or

(2) likelihood of confusion mistake, or deception.
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511) K. Keith Facer, The Federal Trademark Dilution Acr of 1995: Whittling Away of State
Dilution Statutes, 10 Seton Hall Constitutional Law Journal 863, 900-902 (2000).

512) J. Thomas McCarthy, supra note 29, at §24:90 No Federal Preemption; House
Report, supra note 504, at 8.

513) J. Thomas McCarthy, supra note 29, at §24:90 No Federal Preemption. webA], o7
o B el ete] 3143 o] el o3 Rov JIAYEA et WY F EME W
A2 Faolth(Id. at §24:90 n4).

514) Robert N. Klieger, supra note 32, at 840.

515) David C. Lee, supra note 18, at 329.
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516) A4 A6 F2.

) A

517) Lanham Act §43(c)(3)[15 U.S.C. §1125(c)(3)].

518) David C. Lee, supra note 18, at 329.

519) 1d

520) A3 A44d 2. (2) 2k F=x

521) Lanham Act §43(c)(1)[15 U.S.C. § 1125(c)(1)]. The owner of a famous mark shall be
entitled, subject to the principles of equity and upon such terms as the court deems
reasonable, to an injunction against another person’s commercial use in commerce of a
mark or trade name, if such use begins after the mark has become famous and causes

dilution of the distinctive quality of the mark, and to obtain such other relief as is

provided in this subsection -
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522) Miles ]. Alexander & Michael K. Heilbronner, supra note 29, at 124 (1996); Robert
C. Denicola, Some Thoughts on the Dynamics of Federal Trademark Legislation and the
Trademark Dilution Act of 1995, 59-SPG Law and Contemporary Problems 75, 88-90
(199). ol EW F A WA Al12x9 #iAe] lolA “injury to business
reputation” ¢} “dilution” & T3t} AAb= xS dnlsta A= A ksHE 9y
b me s o] =ed Adelztal & ¢ 9le Aolth

523) Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 432 (2003).

524) J. Thomas McCarthy, supra note 29, at §24:80. 1 34S =eist dale izl st
ol T 446) Tx.

525) House Report, supra note 504, at 8.

526) J. Thomas McCarthy, supra note 29, at §24:95. ©]i= EX F 343 WAt Al12x
o] &Aell SlolA “injury to business reputation”= “dilution” ¥ FoojE K&
“dilution”e] ‘3] obse} o] mF Egdvha ®i Al w=2lA Aol &
A& Aol
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527) Hasbro, Inc. v. Internet Entertainment Group, Ltd., 40 U.S.P.Q.2d 1479, 1480 (W.D.
Wash. 1996).

528) Anheuser-Busch, Inc. v Andy’s Sportswear, Inc., 40 U.S.P.Q.2d 1542, 1543 (N.D. Cal.
1996).

529) Toys “R” Us, Inc. v. Akkaoui, 40 U.S.P.Q.2d 1836, 1838 (N.D. Cal. 1996).

530) Mattel, Inc. v. Jecom, Inc., 48 US.P.Q2d 1467, at 23 (S.D.N.Y. 1998). "}a7tA| =, /‘é
AES Al Fshs “barbiesplaypen.com” $JACIEE 7iAdst A1 A “BARBIE” JEE 34

= 9ol [Mattel, Inc. v. Internet Dimensions Inc., 55 USP.Q2d 1620, 1627
(S.D.N.Y. 2000)], d21& YAto]EoA] “King Velveeda’'s Cheesygraphics.com”o|eh= 31l
F& A} g e X =o| P “VELVEETA” A% E 34 &@9ela doHKraft Foods
Holdings, Inc. v. Helm, 205 F. Supp. 2d 942, 950 (N.D. IIL. 2002)].

531) America Online, Inc. v. IMS, 24 F. Supp. 2d 548, 552 (E.D. Va. 1998).

Oll
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Q4F O A3 AFxe] A Y (the degree of distinctiveness of the senior user’s
mark), @ 7} 733 Ato]9] A1 (the similarity of the marks), @ A%< FAHI
(the proximity of the products), @ ¢ 2} 94> Ao]¢ &% 7 (interrelation-
ship among the distinctiveness of the senior mark, the similarity of the
junior mark, and the proximity of the products), ® T 5=+ &H|#He] W4
(shared consumers and geographic limitations), ® ZH|#S] Fo AL
(sophistication of consumers), @ && 4 oj%-(actual confusion), ® ¥|i19]
AR AREo] ZlEA GOl AY A A 1A S o] F-(adjectival or referential
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A A A o] H-(harm to the junior user and delay by the senior user), €0 €1l

532) A27 A2 3. 2 A3 A4d 2. (2) A Fx
533) A3 Al4d 2. (1) AR FE
534) Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208 (2d Cir. 1999).
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= Pa.54) g Fa 43 (Trademark Trial & Appeal Board; T.T.A.B.)

o17)el] Gete] 2tzke] el AHE Atole] A - AAH A WAt GAH

549

535) Id. at 217-221.

536) Times Mirror Magazines, Inc. v. Las Vegas Sports News, L.L.C,, 212 F.3d 157, 169
(3d Cir. 2000); V Secret Catalogue, Inc. v. Moseley, 259 F.3d 464, 468-469 (6th Cir.
2001), rev’d on other grounds, 537 U.S. 418 (2003).

537) A3 A4 2. (1) AL FE

538) William G. Barber, A “Rational” Approach for Analyzing Dilution Clams: The Three
Hallmarks of True Trademark Dilution, 35 American Intellectual Property Law Association
Quarterly Journal 25, 63-64 (2005).

539) Eli Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456, 469 n.7 (7th Cir. 2000);
AutoZone, Inc. v. Tandy Corp., 373 F.3d 786, 804-05 (6th Cir. 2004).

540) Eli Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456, 469 n.7 (7th Cir. 2000).

541) 1d. at 469.
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Toro Co. v. ToroHead, Inc., 61 U.SP.Q.2d 1164, 1183 (T.T.A.B. 2001).

William G. Barber, supra note 538, at 64.
J. Thomas McCarthy, supra note 29, at §24:68 - §§24:83-24:86 - §24:94.

William G. Barber, supra note 538, at 66.
Lanham Act §43(c)(1)[15 U.S.C. § 1125(c)(1)].
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548) House Report, supra note 504, at 4; Susan L. Serad, One Year After Dilution’s Entry
Into Federal Trademark Law, 32 Wake Forest Law Review 215, 222-223 (1997).

549) House Report, supra note 504, at 4.

550) Avery Dennison Corp. v. Sumpton, 189 F.3d 868, 875 (9th Cir. 1999).

551) Frederick W. Mostert, supra note 25, at 115. ¢4, W=} famous marke} ++E %
= /ME o2 well-known mark?7} Sli=dl, o]5< WA Afelolld de] dejxl el wet
THEY 2, wellknown markETHE O §& W9 Av|xolA &&Ez AE7} famous
mark® 4], well-known mark:= LAY fFAFSE A3 - Au] 409 AMEOZRET HoE
4 910} famous marki= Bl Z Al ALg 0 R EEQ HIE % 7Fsstthal tHInternational
Trademark Association, supra note 4, at 989; Memorandum prepared by the
International Bureau (WIPO), Protection of Well-Known Marks: Results of the Study by The
International Bureau and Prospects for Improvement of the Existing Situation, Committee of
Experts On Well-Known Marks, Meeting in Geneva 936 at 10 (Nov. 13-16, 1995);
Report of the First Session of WIPO'’s Committee of Experts, Meeting in Geneva Y81 at 17
(Nov. 13-16, 1995)]. A37Ztxd], well-known marki= -2 X “FAGR"e dldeh=
Wdolal famous marksz “AEZE" Pz NdolF & ¢ & SOk ] FE
W FAFES} AR gl et F 940) Fx

552) Frederick W. Mostert, supra note 25, at 116.

553) Avon case (German Federal Supreme Court, March 21, 1991), GRUR 863, 866 (1991).

Fir, 4% 59 Fa - Fxel BF 2Fo oM FAZE AFE A AT V)E
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b FEolAl deixl Axrh SRR dlgettta 2 A7E QY Dimple case (German
Federal Supreme Court, November 29, 1984), GRUR 550, 551 (1985), 17 IIC 271 (1986);
Joker case (Paris TGI, 3rd chamber, PIBD 1989, III-538); Camel case (Court of Milan,
September 13, 1990)]. ©]442] #AH 52 Frederick W. Mostert, supra note 25, at 120°]]
A AL

554) Report of the First Session of WIPO’s Committee of Experts, supra note 535, 467 at 15;
Ruth E. Annand & Helen E. Norman, Blacktone’s Guide to the Trade Marks Act 1994 at
31 (1994).

555) Frederick W. Mostert, supra note 25, at 120.

556) Nabisco, Inc. v. PF Brands, Inc, 191 F.3d 208, 215 (2d Cir. 1999); TCPIP Holding
Co., Inc. v. Haar Communications, Inc., 244 F.3d 88, 93 (2d Cir. 2001); New York
Stock Exchange, Inc. v. New York, New York Hotel LLC, 293 F.3d 550, 556 (2d Cir.
2002).
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557) Two Pesos, Inc. v. Taco Cabana, Inc., 505 US. 763, 769 (1992); Wal-Mart Stores, Inc.

v. Samara Bros., Inc., 529 U.S. 205, 210-211 (2000).

558) J. Thomas McCarthy, supra note 29, at §24:91.1.

559) 1d.; The United States Trademark Association, supra note 53, at 460.

560) J. Thomas McCarthy, supra note 29, at §24:91.

561) Id.

562) 1d. at §24:91.2.
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BAS gt “Fxe AEYS O FEAY @7 244 B3 o3ou . #Ast
3L Qo HMoseley v. V Secret Catalogue, Inc., 537 U.S. 418, 426 n.5 (2003)], o= 1'%
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Faryddel AdE seg Aolgtas ®7]) ofyrial &3ltk(. Thomas McCarthy, supra
note 29, at §24:91.2).

564) House Report, supra note 504, at 7; J. Thomas McCarthy, supra note 29, at §24:91.2.

565) Times Mirror Magazines, Inc. v. Las Vegas Sports News, L.L.C., 212 F.3d 157, 167
(3d Cir. 2000), cert. denied, 531 U.S. 1071 (2001).

566) Thane International, Inc. v. Trek Bicycle Corp., 305 F.3d 894, 912 n.14 (9th Cir.
2002).

567) Robert N. Klieger, supra note 32, at 842.
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(3d Cir. 2000), cert. denied, 531 U.S. 1071 (2001).
569) J. Thomas McCarthy, supra note 29, at §§24:108-24:112; American Law Institute,

568) Times Mirror Magazines, Inc. v. Las Vegas Sports News, L.L.C., 212 F.3d 157, 166
supra note 34, at §25 comment e.
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571) J. Thomas McCarthy, supra note 29, at §24:91.1.
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573) 1d.; The United States Trademark Association, supra note 53, at 460.

574) Robert N. Klieger, supra note 32, at 843.
576) J. Thomas McCarthy, supra note 29, at §24:92 Factor (C).

575) J. Thomas McCarthy, supra note 465, at §15:56.
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577) 1d

578) Robert N. Klieger, supra note 32, at 843.

579) J. Thomas McCarthy, supra note 465, at §15:52.

580) Id. at §15:56. <l7idl, 4707 600%F 229 &S 591 TV F1E &3 A Ax7t
A w3l 80%elA 1A dtkal sFA W Big O Tire Dealers, Inc. v. Goodyear Tire
& Rubber Co., 408 F. Supp. 1219, 1226 (D. Colo. 1976), modified, 561 F.2d 1365 (10th
Cir. 1977), cert. dismissed, 434 US. 1052 (1978)], /04 7te] Fa= Qs A m=<le]
90%7F A3l FEE A Hdokal & o7F QltHSeven-Up Co. v. No-Cal Corp., 191
USP.Q. 202, 205 (E.D.N.Y. 1976)].

581) Robert N. Klieger, supra note 32, at 843.

582) Id.

- 110 -



S 4B 4 F A5 AN B tiide] WA ofFE A6 ¢
= +£17](big fish in a small pond)” ©]&°]
A&H7 % Fed, 1 WE2 vE d=For fHe AR oiuetis 1410
54 AYelx g g Adxebd duteA F oA s iAol os) Bsiks
T Atk Zlojttsed) ey, A 3AE AR R’
T W7 fEiME A=AoR de] AREEIL Gl AsEolojof ditEssd)  met
A, A=A jL7E ol 54 Ao Mnt S A 0w AREHAY gzl AR
= A ZF = FA s Al AR RIS = QLS Wolthsss) o] oA
T Az WA A8 dids A fs AEHE A2 AR & =1
717 ol AW A3 WA stel M= T o) A8E (Al H U8
o AL AFF W el AR Aol “AuAoR de” AMEE AoR
B 7 s AR FAlel #stole, “BF 5709 FellA 90 st 5007H<] A
el e AMEE AEE FE3 Zo® B S Uk R ‘Rt 57
Aaid s dar BE Fol AbgE Hoe AN & 19 FolMw Algd A

EE guAEen 2 5 gt @ et ok s, Agsow

A

s
=)

583) J. Thomas McCarthy, supra note 29, at §24:112.

584) Id. at §24:92 Factor (D); Syndicate Sales, Inc. v. Hampshire Paper Corp., 192 F.3d
633, 641 n.7 (7th Cir. 1999); TCPIP Holding Co., Inc. v. Haar Communications, Inc.,
244 F.3d 88, 99 (2d Cir. 2001); House Report, supra note 504, at 7.

585) Robert N. Klieger, supra note 32, at 844.

586) Star Markets, Ltd. v. Texaco, Inc., 950 F. Supp. 1030, 1034 n.5 (D. Haw. 1996).

587) WAWA Dairy Farms v. Haaf, 40 US.P.Q2d 1629, 1631 (E.D. Pa. 1996), aff'd, 116
F3d 471 (3d Cir. 1997). v, 9 @42 AE#ow & o “&2 X & &117] o]&”
= A FMs Ao AL AowA, A=A WS Ad xS BIsHlvs &
Aol AR g WA= AoZ B A% QlthLars S. Smith, Implementing a Registration
System for Famous Trademarks, 93 The Trademark Reporter 1097, 1109 (2003)].
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588) Star Markets, Ltd. v. Texaco, Inc., 950 F. Supp. 1030, 1035 (D. Haw. 1996); Ringling
Brothers-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel Develop-
ment, 955 F. Supp. 605 (E.D. Va. 1997), aff'd on other grounds, 170 F.3d 449, 456 (4th
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589) J. Thomas McCarthy, supra note 29, at §24:92 Factor (D).

590) Robert N. Klieger, supra note 32, at 844.

591) J. Thomas McCarthy, supra note 29, at §24:92 Factor (F).
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593) The United States Trademark Association, supra note 53, at 460-461.
594) J. Thomas McCarthy, supra note 29, at §24:92 Factor (F).

595) Id

) 1d
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) 1d

596
597
598) Id. 574 WololAut de] ged AH sAe] Palols, A4 A3 2. (@) 7). BE.

599) Mead Data Central, Inc. v. Toyota Motor Sales, US.A., Inc., 875 F.2d 1026 (2d Cir.
1989).
600) A37 A44 2. (1) Ab #FzE.
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601) Mead Data Central, Inc. v. Toyota Motor Sales, US.A. Inc, 875 F.2d 1026,
1031-1032 (2d Cir. 1989).

602) thut, 9 BAL FAHORE o= AR AYEE JFA ok st=A ol = A A
3L @A ¢tHJ. Thomas McCarthy, supra note 29, at §24:92 Factor (F)].

603) Id. ©o]9} #&ste], AsAd T A @ A &7] Fol daiMrt g gl duE
Abs 2k Glell Abgsh A& Al g4 djdetA] k=rhal AW Knaack Manufactur-
ing Co. v. Rally Accessories, Inc., 955 F. Supp. 991, 1003 (N.D. IIl. 1997)], Abdel of
A e ol AL G ARE 27 A719 BAR AMESHE A AR Mozt B ¢
Slthal skAYKing of the Mountain Sports, Inc. v. Chrysler Corp., 968 F. Supp. 568,
577-578 (D. Colo. 1997), aff'd on other grounds, 185 F.3d 1084 (10th Cir. 1999)], %t
o] Auja FopoMnt B defxl ARE AETHE HIFH tAd Sefo]Hof| ARGk
2 AR gAe st gEvka 3 o7F 3t Toro Co. v. ToroHead Inc., 61 U.S.P.Q.Zd
1164, 1182 (T.T.A.B. 2001)].

604) J. Thomas McCarthy, supra note 29, at §24:92 Factor (F).
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605) King of the Mountain Sports, Inc. v. Chrysler Corp., 968 F. Supp. 568, 578 (D. Colo.
1997); Michael Caruso & Co. v. Estefan Enterprises, Inc., 994 F. Supp. 1454, 1463 (S.D.
Fla. 1998); The United States Trademark Association, supra note 53, at 461.

606) J. Thomas McCarthy, supra note 465, at §11:85-87.

607) J. Thomas McCarthy, supra note 29, at §24:92 Factor (G); Robert N. Klieger, supra
note 32, at 843.

608) Star Markets, Ltd. v. Texaco, Inc.,, 950 F. Supp. 1030, 1035 (D. Haw. 1996); J.
Thomas McCarthy, supra note 29, at §24:92 Factor (G).
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609) A4 A1d F=x.

610) Robert N. Klieger, supra note 32, at 844.

611) J. Thomas McCarthy, supra note 29, at §24:92 Factor (H).

612) Id.; Washington Speakers Bureau Inc. v. Leading Authorities Inc., 33 F. Supp. 2d
488, 504 (E.D. Va. 1999).

613) America Online, Inc. v. IMS, 24 F. Supp. 2d 548, 552 (E.D. Va. 1998).

614) Brown v. It's Entertainment, Inc., 34 F. Supp. 2d 854, 859 (E.D.N.Y. 1999).
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615) Mattel, Inc. v. Jcom, Inc., 48 US.P.Q.2d 1467, at 21 (S.D.N.Y. 1998); Mattel, Inc. v.
Internet Dimensions, Inc., 55 U.S.P.Q.2d 1620, 1626 (S.D.N.Y. 2000).

616) Anheuser-Busch, Inc. v. Andy’s Sportswear, Inc., 40 U.S.P.Q.2d 1542, 1542 (N.D. Cal.
1996).

617) Hasbro, Inc. v. Internet Entertainment Group, Ltd., 40 U.S.P.Q.2d 1479, 1479 (W.D.
Wash. 1996).

618) Cartier, Inc. v. Deziner Wholesale, L.L.C., 55 U.S.P.Q.2d 1131, 1136 (S.D.N.Y. 2000).

619) American Express Co. v. CFK, Inc., 947 F. Supp. 310, 315 (E.D. Mich. 1996).

620) Ohio Arts Co. v. Watts, 49 U.S.P.Q.2d 1957, 1958 (N.D. Ohio 1998).

621) Nabisco, Inc. v. PF Brands, Inc., 50 F. Supp. 2d 188, 205 (S.D.N.Y. 1999), aff'd, 191
F.3d 208 (2d Cir. 1999).

622) Ford Motor Co. v. Lloyd Design Corp., 184 F. Supp. 2d 665, 679 (E.D. Mich. 2002).

623) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v Utah Division of Travel
Development, 955 F. Supp. 605, 613 (E.D. Va. 1997), aff'd, 170 F.3d 449 (4th Cir. 1999);
Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. B.E. Windows Corp., 937
F. Supp. 204, 210 (S.D.N.Y. 1996).

624) Hotmail Corp. v. Van$ Money Pie Inc., 47 USP.Q.2d 1020, 1024 (N.D. Cal. 1998).

625) Intermatic Inc. v. Toeppen, 947 F. Supp. 1227, 1239 (N.D. IIl. 1996).

626) Danjaq LLC v. Sony Corp., 49 US.P.Q.2d 1341, at [8] (C.D. Cal. 1998), aff'd without
opinion, 165 F.3d 915 (9th Cir. 1998).

- 117 -



o NIKE®3) — Ax=g Al 1l o5

e PANAVISION®32) — 933} - TV 7}die}
o POLOS3) — 9|5

o PORSCHES34) — A5 x}

e PROZACS35) — 924

o THE SPORTING NEWS636) — Al %-

e TOYS “R” US637) —

e TYLENOL638) — %154

627) Jews for Jesus v. Brodsky, 993 F. Supp. 282, 306 (D.NJ. 1998), aff'd without
opinion, 159 F.3d 1351 (3d Cir. 1998).

628) Lexington Management Corp. v. Lexington Capital Partners, 10 F. Supp. 2d 271, 289
(SD.N.Y. 1998).

629) Nailtiques Cosmetic Corp. v. Salon Sciences Corp., 41 U.S.P.Q.2d 1995, 1998 (S.D.
Fla. 1997).

630) NBA Properties v. Untertainment Records LLC, 1999 WL 335147, at *8 (S.D.N.Y.
1999).

631) Nike Inc. v. Variety Wholesalers, Inc., 274 F. Supp. 2d 1352, 1372 (S.D. Ga. 2003),
aff'd, 107 Fed. Appx. 183 (11th Cir. 2004).

632) Panavision International, L.P. v. Toeppen, 945 F. Supp. 1296, 1303 (C.D. Cal. 1996),
aff'd, 141 F.3d 1316 (9th Cir. 1998).

633) Polo Ralph Lauren L.P. v. Schuman, 46 U.S.P.Q.2d 1046, 1050 (S.D. Tex. 1998).

634) Porsche Cars North America, Inc. v. Manny’s Porshop, Inc., 972 F. Supp. 1128, 1132
(N.D. IIL. 1997).

635) Eli Lilly & Co. v. Natural Answers, Inc, 86 F. Supp. 2d 834, 847 (S.D. Ind. 2000)
aff'd 233 F.3d 456 (7th Cir. 2000).

636) Times Mirror Magazines, Inc. v. Las Vegas Sports News, L.L.C.,, 212 F.3d 157, 166
(3d Cir. 2000), cert. denied, 531 U.S. 1071 (2001).

637) Toys “R” Us, Inc. v. Akkaoui, 40 U.S.P.Q.2d 1836, 1838 (N.D. Cal. 1996).

638) McNeil Consumer Brands, Inc. v. U.S. Dentek Corp., 116 F. Supp. 2d 604, 607 (E.D.
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Pa. 2000).

639) Kraft Foods Holdings, Inc. v. Helm, 205 F. Supp. 2d 942, 947 (N.D. 1Il. 2002).

640) Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 432 (2003).

641) WAWA Dairy Farms v. Haaf, 40 US.P.Q2d 1629, 1631 (E.D. Pa. 1996), aff'd 939
F.3d 1032 (3d Cir. 1997).

642) Appleseed Foundation Inc. v. Appleseed Institute Inc., 981 F. Supp. 672, 677 (D.D.C.
1997).

643) Sports Authority, Inc. v. Abercrombie & Fitch, Inc, 965 F. Supp. 925, 941 (E.D.
Mich. 1997).

644) Avery Dennison Corp. v. Sumpton, 189 F.3d 868, 876-877 (9th Cir. 1999).

645) Michael Caruso & Co. v. Estefan Enterprises, Inc., 994 F. Supp. 1454, 1463 (S.D. Fla.
1998), aff'd without opinion, 166 F.3d 353 (11th Cir. 1998).

646) Hasbro, Inc. v. Clue Computing, Inc., 66 F. Supp. 2d 117, 132 (D. Mass. 1999), aff'd,
232 F.3d 1 (Ist Cir. 2000).

647) Columbia University v. Columbia/HCA Healthcare Corp., 964 F. Supp. 733, 750
(SD.N.Y. 1997).

648) Something Old, Something New, Inc. v. QVC, Inc, 53 USP.Q2d 1715 1725

- 119 -



e FUN SHIP649) — &4 33 Au) X~

e KING OF THE MOUNTAIN SPORTS650) — ApiF

e LANE CAPITAL MANAGEMENTS51) — F2} #ha] Au] A
e PETRO%%2) — 252} FA14

e STAR MARKET653) — =w#u}7 A2l

o STEALTH6) — 7Hd &% 9 A¥= &5

e THE CHILDREN'’s PLACES$5) — o}z <&
o TORNADOS56) — 44 Wy 27

o TREKS657) — 2} 7

o TYCOS68) — HE o7 7]

o WE659) — #x]

* WEATHER GUARD®60) — 25248 & 42t - A% §7]

UH sl

=

el

(SD.N.Y. 1999).

649) Carnival Corp. v. SeaEscape Casino Cruises, Inc., 74 F. Supp. 2d 1261, 1271 (S.D.
Fla. 1999).

650) King of the Mountain Sports, Inc. v. Chrysler Corp., 968 F. Supp. 568, 577-578 (D.
Colo. 1997), aff'd on other grounds, 185 F.3d 1084 (10th Cir. 1999).

651) Lane Capital Management, Inc. v. Lane Capital Management, Inc., 15 F. Supp. 2d
389, 399 (S.D.N.Y. 1998).

652) Petro Shopping Centers L.P. v. James River Petroleum, 1997 WL 187335, at *3 (E.D.
Va. 1997), aff'd on other grounds, 130 F.3d 88 (4th Cir. 1997).

653) Star Markets, Ltd. v. Texaco, Inc., 950 F. Supp. 1030, 1036 (D. Haw. 1996).

654) S Industries, Inc. v. Diamond Multimedia Systems, Inc, 991 F. Supp. 1012, 1022
(N.D. 1. 1998).

655) TCPIP Holding Co., Inc. v. Haar Communications, Inc., 244 F.3d 88, 100 (2d Cir.
2001).

656) Breuer Electric Mfg. Co. v. Hoover Co., 48 U.S.P.Q.2d 1705, 1718 (N.D. II. 1998).

657) Thane International, Inc. v. Trek Bicycle Corp., 305 F.3d 894, 912 (9th Cir. 2002).

658) Welch Allyn Inc. v. Tyco ational Services AG, 200 F. Supp. 2d 130, 148 (N.D.N.Y.
2002).

659) WE Media, Inc. v. General Elec. Co., 218 F. Supp. 2d 463, 472-473 (S.D.N.Y. 2002),
judgment aff'd, 94 Fed. Appx. 29 (2d Cir. 2004).
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660) Knaack Manufacturing Co. v. Rally Accessories, Inc., 955 F. Supp. 991, 1005 (N.D.
1. 1997).

661) Washington Speakers Bureau Inc. v. Leading Authorities Inc., 33 F. Supp. 2d 488,
504 (E.D. Va. 1999), aff'd 217 F.3d 843 (4th Cir. 2000).

662) Advantage Rent-A-Car, Inc. v. Enterprise Rent-A-Car, Co., 238 F.3d 378, 381 (5th
Cir. 2001).

663) Genovese Drug Stores, Inc. v. TGC Stores, Inc., 939 F. Supp. 340, 350 (D.N.J. 1996).

664) B3 thdo] el dFHA A= F NI WA YR, 5 A 2ok
AR gy el AR AgedE BE giide]l #tta EttHDreyfus Fund, Inc. v.
Royal Bank of Canada, 525 F. Supp. 1108, 1125 (S.D.N.Y. 1981); Hester Industries, Inc.
v. Tyson Foods, Inc., 16 U.S.P.Q.2d 1275, 1279 (N.D.N.Y. 1990)].

665) Avery Dennison Corp. v. Sumpton, 189 F.3d 868, 878 (9th Cir. 1999); Syndicate
Sales, Inc. v. Hampshire Paper Corp., 192 F.3d 633, 640 (7th Cir. 1999); Times Mirror
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Magazines, Inc. v. Las Vegas Sports News, L.L.C, 212 F.3d 157, 164 (3d Cir. 2000);
Advantage Rent-A-Car, Inc. v. Enterprise Rent-A-Car, Co., 238 F.3d 378, 380 (5th Cir.
2001); Washington Speakers Bureau, Inc. v. Leading Authorities, Inc., 33 F. Supp. 2d
488, 503 (E.D. Va. 1999), aff'd 217 F.3d 843 (4th Cir. 2000); New York State Society of
Certified Public Accountants v. Eric Louis Associates, Inc, 79 F. Supp. 2d 331, 344
(S.D.N.Y. 1999); Deborah Heart and Lung Center v. Children of the World Foundation,
Ltd., 99 F. Supp. 2d 481, 492 (D.N.J. 2000).

666) Syndicate Sales, Inc. v. Hampshire Paper Corp., 192 F.3d 633, 641 (7th Cir. 1999);
Washington Speakers Bureau, Inc. v. Leading Authorities, Inc., 33 F. Supp. 2d 488,
503-504 (E.D. Va. 1999).

667) J. Thomas McCarthy, supra note 29, at §24:112.

668) Courtland L. Reichman, State and Federal Trademark Dilution, 17 Franchise Law
Journal 111, 133 (1998). <ldth, Alde WS SHH R FA AAsh= Aol 719
RE QRS $uEet nolok 3 Zolthid).

669) J. Thomas McCarthy, supra note 29, at §24:112.1 n.3.

670) Times Mirror Magazines, Inc. v. Las Vegas Sports News, L.L.C.,, 212 F.3d 157, 174
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673) Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 764 n.1 (1992); John H. Harland
Co. v. Clarke Checks, Inc., 711 F.2d 966, 980 (11th Cir. 1983); Blue Bell Bio-Medical v.
Cin-Bad, Inc., 864 F.2d 1253, 1256 (5th Cir. 1989); Roulo v. Russ Berrie & Co., 886 F.2d
931, 935 (7th Cir. 1989), cert. denied, 493 US. 1075 (1990); Vision Sports, Inc. v.
Melville Corp., 888 F.2d 609, 613 (9th Cir. 1989); J. Thomas McCarthy, supra note 12,
at §8:4.

674) M= YAl 5ol o8 BEH=(35 USC. §§171-173), 4& €4& vAl 5
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Nl % gtk Zo|th(]. Thomas McCarthy, supra note 29, at §24:90.1).

675) LP. Lund Trading ApS v. Kohler Co., 163 F.3d 27, 50 (1st Cir. 1998).

676) Planet Hollywood, Inc. v. Hollywood Casino Corp., 80 F. Supp. 2d 815, 901 (N.D.
1. 1999).

677) Paul Heald, Sunbeam Products, Inc. v. West Bend Co.: Exposing the Malign Application
of the Federal Dilution Statute to Product Configurations, 5 Journal of Intellectual Property
Law 415, 427 (1998).

678) Lanham Act §43(a)[15 U.S.C. §1125(a)].

1
oi)il ¥
o

- 124 -



O3l Ao} PRIV R HEEE Zow679) Heh wH A5z el on]
S WA gestar Qlrkesn) uwhebA], n]7]5A 1 FlojojAesl) AuEA HoH

749 Aol TR0 ANt FFolA el LA e A 3 dn)
A A FAME PA e ML BREE 4 QIvkal Hofop 3 Zlojrhes) nt
g, A 2] Adol RiEAl TRle] W] ¥4 HE AR ofd e, HA
Ql 53519} 343} )22 77 BF 2dS 2y v FolA, AF 93l o

679) Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 773 (1992); SK&F, Co. v. Premo
Pharmaceutical Laboratories, Inc., 625 F.2d 1055, 1065 (3d Cir. 1980); Chevron Chemical
Co. v. Voluntary Purchasing Groups, Inc, 659 F2d 695, 702 (S5th Cir. 1981), cert.
denied, 457 U.S. 1126 (1982); John H. Harland Co. v. Clarke Checks, Inc., 711 F.2d 966,
980 (11th Cir. 1983); American Greetings Corp. v. Dan-Dee Imports, Inc., 807 F.2d
1136, 1140 (3d Cir. 1986); Vision Sports, Inc. v. Melville Corp., 888 F.2d 609, 613 (9th
Cir. 1989); Schwinn Bicycle Co. v. Ross Bicycles, Inc., 870 F.2d 1176, 1182-1183 (7th
Cir. 1989); Aromatique, Inc. v. Gold Seal, 28 F.3d 863, 868 (8th Cir. 1994); Elmer v.
ICC Fabricating, Inc., 67 F.3d 1571, 1578 (Fed. Cir. 1995); Tools USA and Equipment
Co. v. Champ Frame Straightening Equipment Inc., 87 F.3d 654, 657 (4th Cir. 1996); .
Thomas McCarthy, supra note 12, at §8:7.

680) Lanham Act §45[15 US.C. §1127]. The term “mark” includes any trademark,
service mark, collective mark, or certification mark.

681) TRl S8l @A Aol HZIEAl tARle] daMrt FojEar SlilfJoseph R
Dreitler & Mary R. True, Trademark Practice Before the PTO 2005, 817 PLI/Pat 289, 315
(2005)], A AFEH A 7] EAR] AE TS Ho 3ty ltHLanham Act §43(a)(3)[15
U.S.C. §1125(a)(3)]].

682) Sunbeam Products, Inc. v. West Bend Co., 39 US.P.Q.2d 1545, 1549 (S.D. Miss.
1996), aff'd on other grounds, 123 F.3d 246 (5th Cir. 1997); Clinique Laboratories, Inc.
v. Dep Corp., 945 F. Supp. 547, 561 (S.D.N.Y. 1996); Hershey Foods Corp. v. Mars,
Inc., 998 F. Supp. 500, 513 (M.D. Pa. 1998); Binney & Smith v. Rose Art Industries, 60
U.S.P.Q.2d 2000, 2004 (E.D. Pa. 2001); J. Thomas McCarthy, supra note 29, at §24:90.1.
@9, % 945 PAe] A8 Akoma AEY Al AL HH4F olge] o
HEE 4 Qvka ¥ AR, McDonald's Corps. v. Arche Technologies, 17 U.S.P.Q.2d
1557, 1560 (N.D. Cal. 1990).
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712) J. Thomas McCarthy, supra note 29, at §24:89; William G. Barber, supra note 538, at
51.

713) J. Thomas McCarthy, supra note 29, at §23:1.

714) William G. Barber, supra note 538, at 52.

715) J. Thomas McCarthy, supra note 29, at §24:90.2.

716) House Report, supra note 504, at 3.
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718) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel
Development, 170 F.3d 449, 458 (4th Cir. 1999); Nabisco, Inc. v. PF Brands, Inc.,, 191
F.3d 208, 218 (2d Cir. 1999).

719) Playboy Enterprises, Inc. v. Welles, 279 F.3d 796, 805 (9th Cir. 2002); Thane
International, Inc. v. Trek Bicycle Corp., 305 F.3d 894, 905 (9th Cir. 2002).

720) Mead Data Central, Inc. v. Toyota Motor Sales, Inc., 875 F.2d 1026, 1029 (2d Cir.
1989).

721) SeeJet, Inc. v. Sewage Aeration Systems, 165 F.3d 419, 425 (6th Cir. 1999); Toro Co.
v. ToroHead, Inc.,, 61 U.S.P.Q.2d 1164, 1183 (T.T.A.B. 2001).

722) Moseley v. V Secret Catalogue, 537 U.S. 418, 432 (2003).

723) id. at 433-434; ]. Thomas McCarthy, supra note 29, at §24:90.2; Luigino’s, Inc. v.
Stouffer Corp., 170 F.3d 827, 832 (8th Cir. 1999).

724) Moseley v. V Secret Catalogue, 537 U.S. 418, 433-434 (2003).

725) J. Thomas McCarthy, supra note 29, at §24:90.2; William G. Barber, supra note 538,
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North America, Inc. v. Manny’s Porshop, Inc., 972 F. Supp. 1128, 1130-1131 (N.D. IIL
1997)] ¥ “HERBROZAC”# “PROZAC”©] frAtetrtal +# Eli Lilly ¥4[El Lilly & Co.
v. Natural Answers, Inc., 86 F. Supp. 2d 834, 852 (S.D. Ind. 2000) aff'd, 233 F.3d 456
(7th Cir. 2000)] &= 343} o]2eA 9 s - FAHIS EF o2l 2R3} vpzrbA
2 vopgk o /5 Wek Zlo] ofd7t k(. Thomas McCarthy, supra note 29, at §24:90.2).

726) J. Thomas McCarthy, 3 McCarthy on Trademarks and Unfair Competition §23:21 (4th
ed. 2004).

727) J. Thomas McCarthy, supra note 29, at §24:90.2.

728) William G. Barber, supra note 538, at 55.
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729) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Celozzi-Ettelson
Chevrolet, Inc., 855 F.2d 480, 484-485 (7th Cir. 1988).

730) Eli Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456, 469 (7th Cir. 2000).

731) Toro Co. v. ToroHead, Inc., 61 U.S.P.Q.2d 1164, 1183 (T.T.A.B. 2001).

732) Nabisco, Inc. v. PF Brands, Inc.,, 191 F.3d 208, 221-222 (2d Cir. 1999); Toro Co. v.
ToroHead, Inc., 61 USP.Q.2d 1164, 1166 (T.T.A.B. 2001).

733) William G. Barber, supra note 538, at 66.

734) Id.
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744) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel
Development, 170 F.3d 449, 460-461 (4th Cir. 1999).
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746) National Football League Properties, Inc. v. ProStyle, Inc., 57 F. Supp. 2d 665, 671
(E.D. Wis. 1999); American Cyanamid Co. v. Nutraceutical Corp., 54 F. Supp. 2d 379,
391-392 (D.N.J. 1999); Playboy Enterprises, Inc. v. Netscape Communications Corp., 55
F. Supp. 2d 1070, 1075 (C.D. Cal. 1999).

747) Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 224-225 (2d Cir. 1999). thgt, #1233
g Y o]$9] Federal Express Corp. v. Federal Espresso, Inc, 201 F.3d 168, 178
(2d Cir. 2000) @AM 43 Aol duA Ayea & #ut ofet FAsHA vehtar
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note 29, at §24:94.1).

748) Eli Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456, 468 (7th Cir. 2000).

749) Moseley v. V Secret Catalogue, Inc., 537 U.S. 418 (2003).

750) Id. at 432-433.

751) Id. at 432.
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752) 1d. at 433.

753) 1d. at 433.

754)

755) J. Thomas McCarthy, supra note 29, at §24:94.2 Proof of Actual Loss of Sales or
Lost Profits is Not Necessary.

756) Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 433 (2003).

Thomas R. Lee, supra note 81, at 896.
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757) 1d. at 434.

758) ]. Thomas McCarthy, supra note 29, at §24:94.2 (2) Cases where the conflicting
marks are not identical; Thomas R. Lee, supra note 81, at 908, William G. Barber,
supra note 538, at 65.

759) Pinehurst, Inc. v. Wick, 256 F. Supp. 2d 424, 431 (M.D.N.C. 2003); Nike Inc. v.
Variety Wholesalers, Inc., 274 F. Supp. 2d 1352, 1372 (S.D. Ga. 2003), aff'd, 107 Fed.
Appx. 183 (11th Cir. 2004); General Motors Corp. v. Autovation Technologies, Inc., 317
F. Supp. 2d 756, 764 (E.D. Mich. 2004); American Honda Motor Co., Inc. v. Pro-Line
Protoform, 325 F. Supp. 2d 1081, 1085 (C.D. Cal. 2004).

760) Savin Corp. v. Savin Group, 68 U.S.P.Q.2d 1893, 1904 (S.D.N.Y. 2003), judgment
affd in part, vacated in part on other grounds, 391 F.3d 439 (2d Cir. 2004); Lee
Middleton Original Dolls, Inc. v. Seymour Mann, Inc., 299 F. Supp. 2d 892, 902 (E.D.
Wis. 2004); Nike, Inc. v. Circle Group Internet, Inc., 318 F. Supp. 2d 688, 695 (N.D. IIL.
2004).
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769) J. Thomas McCarthy, supra note 29, at §24:94.2 (2) Cases where the conflicting
marks are not identical; Thomas R. Lee, supra note 81, at 908, William G. Barber,
supra note 538, at 65.

770) J. Thomas McCarthy, supra note 29, at §24:94.2 (2) Cases where the conflicting
marks are not identical.

771) J. Thomas McCarthy, supra note 29, at §24:94.2 Expert Testimony (a).
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772) Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 433 (2003).

773) J. Thomas McCarthy, supra note 29, at §24:94.2 Expert Testimony (a).

774) 1d. at §24:94.2 Expert Testimony (b).

775) 1d. at §24:94.2 Expert Testimony (c).

776) Exxon Corp. v. Exxene Corp., 696 F.2d 544, 550 (7th Cir. 1982); Schieffelin & Co. v.
Jack Co. of Boca, Inc., 1992 WL 156560 at *15 (S.D.N.Y. 1992); WAWA Dairy Farms v.
Haaf, 40 U.S.P.Q.2d 1629, 1632 (E.D. Pa. 1996), aff'd, 116 F.3d 471 (3d Cir. 1997).

777) Hershey Foods Corp. v. Mars, Inc., 998 F. Supp. 500, 518 (M.D. Pa. 1998).

778) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel
Development, 955 F. Supp. 605, 616 (E.D. Va. 1997), aff'd on other grounds, 170 F.3d
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779) Mead Data Central, Inc. v. Toyota Motor Sales, US.A., Inc., 702 F. Supp. 1031, 1036
(S.D.NY. 1988) rev'd on other grounds, 875 F.2d 1026 (2d Cir. 1989); Snap-On Tools
Co. v. C/NET, Inc., 1997 WL 33483145 at *8 (N.D. IIl. 1997).

780) A47¢ A3H 4. (1) F=x.

781) Alexander F. Simonson, supra note 305, at 172-173; William G. Barber, How to Do a
Trademark Dilution Survey (Or Perhaps How Not to Do One), 89 The Trademark Reporter
616, 620-621 (1999).

782) Hershey Foods Corp. v. Mars, Inc., 998 F. Supp. 500, 511 (M.D. Pa. 1998).

783) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel
Development, 955 F. Supp. 605, 617-618 (E.D. Va. 1997), affd on other grounds, 170
F.3d 449 (4th Cir. 1999).

784) Snap-On Tools Co. v. C/NET, Inc., 1997 WL 33483145 at *22-23 (N.D. IIl. 1997).
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785) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel
Development, 170 F.3d 449, 463 (4th Cir. 1999).

786) William G. Barber, supra note 781, at 629-630.

787) 1d. at 631.

788) J. Thomas McCarthy, supra note 29, at §24:94.2 Type B Survey.

789) Lanham Act §43(c)(4)[15 U.S.C. §1125(c)(4)].
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790) J. Thomas McCarthy, supra note 29, at §24:103.

791) Id. at §24:97.1 n.3.

792) Deere & Co. v. MID Products, 41 F.3d 39, 45 (2d Cir. 1994); Hormel Foods Corp.

v. Jim Henson Productions, 73 F.3d 497, 507 (2d Cir. 1996).

793) J. Thomas McCarthy, supra note 29, at §24:97.1

794) Id. at §24:103.

795) 1d.

796) 1d.
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797) Playboy Enterprises, Inc. v. Welles, 279 F.3d 796, 806 (9th Cir. 2002).
798) Lanham Act §43(c)(1)[15 US.C. § 1125(c)(1)]. The owner of a famous mark shall be

entitled ‘- to an injunction against another person’s commercial use in commerce of a

mark or trade name -
799) J. Thomas McCarthy, supra note 29, at §24:103.
800) Lanham Act §43(c)(1)[15 U.S.C. § 1125(c)(1)]. The owner of a famous mark shall be

entitled --- to an injunction against another person’s commercial use in commerce of a

mark or trade name -

801) J. Thomas McCarthy, supra note 29, at §24:97.2. o, A|43% ()% 4)E B)F< &
W BgE X8 Ao A5 o]& Ateld] TES dladte o RA SA4Y on|
£ Zeta 1% dthMattel, Inc. v. MCA Records, Inc, 296 F.3d 894, (9th Cir.
2002), cert. denied, 123 S. Ct. 993, 154 L. Ed. 2d 912 (U.S. 2003); American Family Life
Ins. Co. v. Hagan, 266 F. Supp. 2d 682, (N.D. Ohio 2002)].
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802) Panavision International, L.P. v. Toeppen, 945 F. Supp. 1296, 1303 (C.D. Cal. 1996),
aff'd, 141 F.3d 1316 (9th Cir. 1998).

803) House Report, supra note 504, at 4-8; J. Thomas McCarthy, supra note 29, at
§24:97.2.

804) Patrick D. Curran, Diluting the Conmmercial Speech Doctrine: “Noncommercial Use” and
the Federal Trademark Dilution Act, 71 University of Chicago Law Review 1077, 1082
(2004).

805) Planned Parenthood Federation of America, Inc. v. Bucci, 42 USP.Q.2d 1430 (S.D.N.Y.
1997).
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Id. at 1432-1433.
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Id. at 1436.

Id. at 1437.

810) Patrick D. Curran, supra note 804, at 1083.

811) Jews For Jesus v. Brodsky, 993 F. Supp. 282 (D.N.J. 1998) aff'd, 159 F.3d 1351 (3d
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W oz NE EEd & e Zlolgkal dt(Richard A. Posner, supra note 69, at 71).

864) Patrick D. Curran, supra note 804, at 1103.

865) Campbell v. Acuff Rose-Music, Inc., 510 U.S. 569, 580 (1994).

866) Patrick D. Curran, supra note 804, at 1103.

867) New Kids on the Block v. News America Publishing, Inc., 971 F.2d 302, 305 (9%th
Cir. 1992).

868) Mattel, Inc. v. Walking Mountain Productions, 353 F.3d 792, 807 (9th Cir 2003).
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869) Patrick D. Curran, supra note 804, at 1104.
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871) Id. at 1105.
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873) Patrick D. Curran, supra note 804, at 1106.
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of #s HESH

standing section 1125(c) of Title 15, buildings and structures on or eligible for
inclusion on the National Register of Historic Places (either individually or as part of
a historic district), or designated as an individual landmark or as a contributing
building in a historic district by a unit of State or local government, may retain the
name historically associated with the building or structure.

878) J. Thomas McCarthy, supra note 29, at §24:99.2.

879) Id. at §24:97.4.

880) J. Thomas McCarthy, supra note 465, at §11:45 The Two Types of “Fair Use.”

881) Wendy ]. Gordon, Fair Use As Market Failure: A Structural and Economic Analysis of
the Betamax Case and Its Predecessors, 82 Columbia Law Review 1600, 1600 (1982).

882) A4 A|3d 4. (2) F=x.

883) J. Thomas McCarthy, supra note 29, at §24:97.4.

884) Id.; Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 221 (2d Cir. 1999).
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885) Playboy Enterprises, Inc. v. Welles, 47 USP.Q2d 1186 (S.D. Cal. 1998), affd
without opinion, 162 F.3d 1169 (9th Cir. 1998).

886) Playboy Enterprises, Inc. v. Welles, 47 U.S.P.Q.2d 1186, 1187-1188 (S.D. Cal. 1998).

887) Id. at 1192.

888) J. Thomas McCarthy, supra note 29, at §24:103.
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890) Id. at §24:74; David C. Lee, supra note 18, at 329.
891) Lanham Act §43(c)(1)[15 U.S.C. §1125(c)(1)]. The owner of a famous mark shall be

entitled, subject to the principles of equity and upon such terms as the court deems

reasonable, to an injunction against another person’s commercial use in commerce of a

mark or trade name -

892) Hasbro, Inc. v. Clue Computing, Inc., 66 F. Supp. 2d 117, 136 (D. Mass. 1999), aff'd,
232 F.3d 1 (Ist Cir. 2000).

893) Federal Express Corp. v. Federal Espresso, Inc., 201 F.3d 168, 178 (2d Cir. 2000).

894) J. Thomas McCarthy, supra note 29, at §24:99.

895) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel
Development, 170 F.3d 449, 466 (4th Cir. 1999).
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896) J. Thomas McCarthy, supra note 29, at §24:99.

897) Landgraf v. USI Film Products, 511 U.S. 244, 269-270 - 280 (1994).

898) J. Thomas McCarthy, supra note 29, at §24:98.1.

899) Circuit City Stores v. OfficeMax, Inc., 949 F. Supp. 409, 419 (E.D. Va. 1996); Resorts
of Pinehurst, Inc. v. Pinehurst National Development Corp., 973 F. Supp. 552, 555-559
(M.D.N.C. 1997); S Industries, Inc. v. Diamond Multimedia Systems, Inc., 991 F. Supp.
1012, 1021 (N.D. Ill. 1998); Nike, Inc. v. Nike Securities, L.P., 50 U.S.P.Q.2d 1202, 1207
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(N.D. 1. 1999).

900) Viacom, Inc. v. Ingram Enterprises, Inc., 141 F.3d 886, 889 (8th Cir. 1998);
Westchester Media v. PRL USA Holdings, Inc., 214 F.3d 658, 669 n11 (5th Cir. 2000);
Fuente Cigar, Ltd. v. Opus One, 985 F. Supp. 1448, 1453 (M.D. Fla. 1997); Bonechi v.
Irving Weisdorf & Co., 46 US.P.Q.2d 1725, 1727 (S.D.N.Y. 1998); Hasbro, Inc. v. Clue
Computing, Inc, 66 F. Supp. 2d 117, 129 (D. Mass. 1999), aff'd, 232 F.3d 1 (Ist Cir.
2000); Medic Alert Foundation U.S., Inc. v. Corel Corp., 43 F. Supp. 2d 933, 940 (N.D.
M. 1999); Bunn-O-Matic Corp. v. Bunn Coffee Service, Inc., 88 F. Supp. 2d 914, 924-925
(C.D. Ill. 2000); Santa’s Best v. Seattle Coffee Co., 58 U.S.P.Q.2d 1855, 1859 (N.D. IIL
2001); Sporty’s Farm L.L.C. v. Sportsman’s Market, Inc., 202 F.3d 489, 501.

901) Viacom, Inc. v. Ingram Enterprises, Inc., 141 F.3d 886, 889 (8th Cir. 1998).

902) Lanham Act §43(c)(1)[15 U.S.C. §1125(c)(1)]. A4°¢ #l6d Fr=.

903) Viacom, Inc. v. Ingram Enterprises, Inc.,, 141 F.3d 886, 890 (8th Cir. 1998); Hasbro,
Inc. v. Clue Computing, Inc., 66 F. Supp. 2d 117, 136 (D. Mass. 1999), aff'd, 232 F.3d

1 (Ist Cir. 2000). ©] HelM, =AEFe 254 58 o5 ==& As9 U 2=
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v. Nike Securities, L.P., 50 U.S.P.Q.2d 1202, 1207 (N.D. IIL. 1999)].
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05) Thomas R. Lee, supra note 81, at 862.
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1185) Playboy Enterprises, Inc. v. Welles, 279 F.3d 796, 806 (9th Cir. 2002).

1186) 1% 8143} WA 2] 4%, 141 Congress Record §19312-01 (daily ed. Dec. 29, 1995)
(statement of Senator Leahy) ¥ Panavision International, L.P. v. Toeppen, 141 F.3d
1316, 1326 (9th Cir. 1998) . FAQALAN Y A-¢, AAAL91H3], oo 2(F 113),
49

1187) ]. Thomas McCarthy, supra note 29, at §25:73.
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1188) Brookfield Communications, Inc. v. West Coast Entertainment Corp., 174 F.3d 1036,
1052 (9th Cir. 1999); &9 41 9] 291, k8l A(F 2), 4799; &=, %o A(F 7), 5734,
1189) 44, kel AF 7), 5738, oleldt EEFAe BAS A5 e o2l “Hx

#4A} £ 5 (initial interest confusion)” ©]&¢] A|7]1¥ 7% &t

el viFo]l B o RS} Y - AR Bl o] F& Abgate] AnatE Al 4
AIER FIgtomM LHA7E 7HA = #HE9 BAARE EEAIT Aol Wk FEA o
B S ARAY EA 0] detols o] TASHA skt steetE AR Hes AAst
7k Zlo]t}(]. Thomas McCarthy, supra note 29, at §25:76 Issues of Priority, Similarity
and Likelihood of Confusion). A&, o]¥d Hx A} &5 o]&e wpe} F4dEe)
TL - AR Bl olFe o5 - AR BF AR HAE QAT dFYE ot
NS HPACCAR Inc. v. TeleScan Technologies, L.L.C., 319 F.3d 243, 253 (6th Cir. 2003);
Planned Parenthood Federation of America, Inc. v. Bucci, 42 US.P.Q.2d 1430, 1441
(SD.NY. 1997), aff'd without opinion, 152 F.3d 920 (2d Cir. 1998); New York State
Society of Certified Public Accountants v. Eric Louis Associates, Inc., 79 F. Supp. 2d
331, 342 (S.D.N.Y. 1999); OBH, Inc. v. Spotlight Magazine, Inc., 86 F. Supp. 2d 176,
190 (W.D.NLY. 2000)], ©li= &9 /ds AWAA g 2d @5t ohye} Jxdste
Roo] A AowA de] Wolsd A2 ofyeta £ o]g|d offol Hx A4
E% o]2g 83X 9= #HHY% tg FolE S tHTaubman Co. v. Webfeats, 319
E3d 770, 777 (6th Cir. 2003); Teletech Customer Care Management, Inc. v. Tele-Tech
Co., Inc, 977 F. Supp. 1407, 1414 (C.D. Cal. 1997); Hasbro, Inc. v. Clue Computing,
Inc., 66 F. Supp. 2d 117, 125 (D. Mass. 1999), aff’'d, 232 F.3d 1, 2 (Ist Cir. 2000); Strick
Corp. v. Strickland, 162 F. Supp. 2d 372, 377 (E.D. Pa. 2001); Chatam International,
Inc. v. Bodum, Inc., 157 F. Supp. 2d 549 (E.D. Pa. 2001), aff'd without opinion, 40 Fed.
Appx. 685 (3rd Cir. 2002)]. <AEUAE Hx #AHAL & ol&el Hato] AARE ZL,
David M. Kelin & Daniel C. Glazer, Reconsidering Initial Interest Confusion on the
Internet, 93 The Trademark Reporter 1035 (2003) L.

1190) J. Thomas McCarthy, supra note 29, at §25:73.3; =45, Se] =(F 46), 219.
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1195) Brookfield Communications, Inc. v. West Coast Entertainment Corp., 174 F.3d 1036,
1042 (9th Cir. 1999); Panavision International, L.P. v. Toeppen, 945 F. Supp. 1296, 1303
(C.D. Cal. 1996); Lockheed Martin Corp. v. Network Solutions, Inc., 985 F. Supp. 949,
961 (C.D. Cal. 1997); Academy of Motion Picture Arts & Sciences v. Network
Solutions, Inc., 989 F. Supp. 1276, 1279 (C.D. Cal. 1997); Bally Total Fitness Holding
Corp. v. Faber, 29 F. Supp. 2d 1161, 1166 (C.D. Cal. 1998).

1196) Avery Dennison Corp. v. Sumpton, 189 F.3d 868, 880 (9th Cir. 1999); Juno Online
Services, L.P. v. Juno Lighting, Inc., 979 F. Supp. 684, 691-692 (N.D. Ill. 1997); ti*i<l
2004. 2. 13. A3 2001457709 2 (520047, 456).

1197) TCPIP Holding Co., Inc. v. Haar Communications, Inc., 244 F.3d 88, 103 (2d Cir.
2001); ActMedia, Inc. v. Active Media International, Inc., 1996 WL 466527 at *2 (N.D.
Il 1996); Panavision International, L.P. v. Toeppen, 945 F. Supp. 1296, 1303 (C.D. Cal.
1996), aff'd, 141 F.3d 1316 (9th Cir. 1998); Intermatic, Inc. v. Toeppen, 947 F. Supp.
1227, 1239 (N.D. IIl. 1996).

1198) ]. Thomas McCarthy, supra note 29, at §25:77.

1199) Id. at §25:76 Domain Names of Personal E-Mail Web Sites; HQM, Ltd. v. Hatfield,
71 F. Supp. 2d 500, 507 (D. Md. 1999).
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1200) J. Thomas McCarthy, supra note 29, at §25:77.

1201) =4 WAl &g wwQl o] F] &5 - AR AR AEA Aol gt &
A3 A 2004 1. 15. AL 2003718124685 4 (7H52004-7, 291) L.

1202) J. Thomas McCarthy, supra note 29, at §25:76 Domain Names of Personal E-Mail
Web Sites n.47.

1203) Id. at §25:71 - §25:76 Violation of the Federal Anti-Dilution Act; 594 $] 281, &+
A(F 2), 481,
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1204) Hasbro, Inc. v. Internet Entertainment Group, Ltd., 40 US.P.Q.2d 1479, 1479 (W.D.
Wash. 1996); Toys “R” Us, Inc. v. Akkaoui, 40 U.S.P.Q.2d 1836, 1838 (N.D. Cal. 1996);
TeleTech Customer Care Management, Inc. v. Tele-Tech Co. Inc., 977 F. Supp. 1407,
1412 (C.D. Cal. 1997); Playboy Enterprises, Inc. v. Calvin Designer Label, 985 F. Supp.
1220, 1221 (N.D. Cal. 1997); Planned Parenthood Federation of America, Inc. v. Bucci,
42 USP.Q2d 1430, 1437 (S.D.N.Y. 1997); Enterprises, Inc. v. AsiaFocus International,
Inc., 1998 WL 724000 at *7-8 (E.D. Va. 1998); Jews For Jesus v. Brodsky, 993 F. Supp.
282, 308 (D.N.J. 1998) aff'd, 159 F.3d 1351 (3d Cir. 1998); Accord Archdiocese of St.
Louis v. Internet Entertainment Group, Inc., 1999 WL 66022, at *8 (E.D. Mo. 1999);
Mattel, Inc. v. Internet Dimensions Inc, 55 USP.Q2d 1620, 1626 (S.D.N.Y. 2000);
Nissan Motor Co, Ltd v. Nissan Computer Corp., 231 F. Supp. 2d 977, 980 (C.D. Cal.
2002); i€ 2004. 5. 14. A3l 2002t413782 ¥H(+2004%, 971), A=AEH Y HEAL
2002. 5. 23. ;31 20017+93690 A (FHH R =AAM), MEFAEHY 2004 110 11, AL
200471512018 - 3363 A (el = A A).

1205) Panavision International, L.P. v. Toeppen, 141 F.3d 1316, 1327 (9th Cir. 1998);
Teletech Customer Care Management, Inc. v. Tele-Tech Co., Inc., 977 F. Supp. 1407,
1410 (C.D. Cal. 1997). ©li= Wk ZwQl o]Fel #g TS i i%H olEo® A3t
71 S1sto] AAH L Q= “HE B T ol E[F 1189) FE]FIE AR Aojetal &
oATHJ. Thomas McCarthy, supra note 29, at §25:77 n.18.1).
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1206) HQM, Ltd. v. Hatfield, 71 F. Supp. 2d 500, 508, 509 (D. Md. 1999); Strick Corp. v.
Strickland, 162 F. Supp. 2d 372, 379 (E.D. Pa. 2001).

1207) UDRPS] AR v gell #sted, A3z, Lrlclel5de] side] w4t e =44
z3h, 214171 S=viabgEte] wAlgk A — A 4 A ﬁ}ﬁﬂkh-ﬁr@(zooz),
1031-1054% il

1208) Lanham Act §32(2)(D)[15 US.C. § 1114(2)(D)]. (i)(I): A domain name registrar, a
domain name registry, or other domain name registration authority that takes any
action described under clause (ii) affecting a domain name shall not be liable for
monetary relief or, except as provided in subclause (II), for injunctive relief, to any
person for such action, regardless of whether the domain name is finally determined
to infringe or dilute the mark.

(I) A domain name registrar, domain name registry, or other domain name
registration authority described in subclause (I) may be subject to injunctive relief only
if such registrar, registry, or other registration authority has —

(aa) not expeditiously deposited with a court, in which an action has been filed
regarding the disposition of the domain name, documents sufficient for the court to
establish the court’s control and authority regarding the disposition of the registration
and use of the domain name;

(bb) transferred, suspended, or otherwise modified the domain name during the
pendency of the action, except upon order of the court; or

(cc) willfully failed to comply with any such court order.

(i) An action referred to under clause (i)(I) is any action of refusing to register,
removing from registration, transferring, temporarily disabling, or permanently

canceling a domain name —
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() in compliance with a court order under section 43(d); or

(II) in the implementation of a reasonable policy by such registrar, registry, or
authority prohibiting the registration of a domain name that is identical to, confusingly
similar to, or dilutive of another’s mark.

(iif) A domain name registrar, a domain name registry, or other domain name
registration authority shall not be liable for damages under this section for the
registration or maintenance of a domain name for another absent a showing of bad
faith intent to profit from such registration or maintenance of the domain name.

(iv) If a registrar, registry, or other registration authority takes an action described under
clause (ii) based on a knowing and material misrepresentation by any other person
that a domain name is identical to, confusingly similar to, or dilutive of a mark, the
person making the knowing and material misrepresentation shall be liable for any
damages, including costs and attorney’s fees, incurred by the domain name registrant
as a result of such action. The court may also grant injunctive relief to the domain
name registrant, including the reactivation of the domain name or the transfer of the
domain name to the domain name registrant.

(v) A domain name registrant whose domain name has been suspended, disabled, or
transferred under a policy described under clause (ii)(Il) may, upon notice to the mark
owner, file a civil action to establish that the registration or use of the domain name
by such registrant is not unlawful under this Act. The court may grant injunctive
relief to the domain name registrant, including the reactivation of the domain name or
transfer of the domain name to the domain name registrant.

1209) RAAAIAY A2z ALE o},

1210) QIEY 4 Aol B3 WE A2 AT
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1211) ]. Thomas McCarthy, supra note 29, at §25:77.

1212) Lisa E. Cristal & Neal S. Greenfield eds., Trademark Law & the Internet 245 (2d ed.
2001).

1213) A5 #1148 3. F=x.
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1214) J. Thomas McCarthy, supra note 29, at §25:73.4.

1215) Gregory B. Blasbalg, Muasters of Their Domains: Trademark Holders Now Have New
Ways to Control Their Marks in Cyberspace, 5 Roger Willaiams University Law Review
563, 566-567 (2000). WHAFIHARAY AHAE B o] #AMA ZAFel #akei=, Ned
Snow, The Constitutional Failing of the Anticybersquatting Act, 41 Willamette Law Review
1 (2005) L.
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1216) J. Thomas McCarthy, supra note 29, at §25:78. Typo-squatting and the Truth in
Domain Names Act of 2003.

1217) #1474 234 4. (1) 2 #A5% A2 3. F=.

1218) Shields v. Zuccarini, 254 F.3d 476, 478 (3d Cir. 2001). ©]&el%, v=re] 7ol =
2003 o] AAHE “eHl o] FAFA HAe] 73t ¥ E(The Truth in Domain Names
Act; 18 US.C. § 2252B)” ¢ <]l typo—squattmgol TAE F el s 1o Z QIEY
FelM eafshr] A Erl]l ojFE AREEt] BlRlE &3 ARl Bl H&EA s ANE
W2 sk ok AA=E, 9] Shields v. Zuccarini A1) 9] 31%1 Zuccarini= 2004. 2.
26. 4 SINteZ Ao 30/M€-S Aatr]el o] 25 tHChristopher G. Clark, The Truth in
Domain Names Act of 2003 and a Preventative Measure to Combat Typosquatting, 89
Cornell Law Review 1476, 1513 (2004)]. TuE 9 H2 53 Alo]Eef| H&31A ot 4
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1222) Jeffrey R. Kuester & Peter A. Nieves, Hyperlinks, Frames and Meta-tags: An
Intellectual Property Analysis, 38 IDEA: The Journal of Law and Technology 243, 247
(1998).

1223) Bally Total Fitness Holding Corp. v. Faber, 29 F. Supp. 2d 1161, 1168 (C.D. Cal.
1998). ol9lell, F= #7dol 34 asle] sfFst=Alol weto] Ao AFsta = #
Ade ob¥7A KolA b=tttk Ticketmaster AHd[Ticketmaster Corp. v. Microsoft
Corp., Case No. 97-3055D (C.D. Cal. 1997)]% Digital Equipment %7 [Digital Equipment
Corp. v. Altavista Technology, 960 F. Supp. 456 (D. Mass. 1997)]°ll4] i+ 3]a1e] 9
4 A4 #97E AY 43 BAUE fnkgE Zlojekal 8l oy, Ticketmaster AR
GAE Abol o] slel . FAE o] R ddo] e AA] ¢ktil[Bob Tedeschi, Ticketmaster
and Microsoft Settle Suit on Internet Linking, New York Times C6 (Feb. 15, 1999)] Digital
Equipment ¥#42 Zg7FsAol Slol AxEA Fai7t Arlgths offolA dobrl A 34
st AR Sk of ol dskol= dedkskA] ofy st Digital Equipment Corp. v. Altavista
Technology, 960 F. Supp. 456, 477-478 (D. Mass. 1997)].
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1224) Jeffrey R. Kuester & Peter A. Nieves, supra note 1222, at 246.
1205) AP 159, AR A4, 2004, 229,
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1226) J. Thomas McCarthy, supra note 29, at §25:70. w"|=12] 7% Efele] Feb Zedo] 2

g afo] A AP oY 11 o] sty FA & F FEE L 9], A7A
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1227) A4 A3 2. (4) o 2 A5 A2 2. (5) 7h HE

1228) Jason R. Berne, All Dressed Up and No Place to Go: The Need for Trade Dress
Protection of Internet Sites, 27 American Intellectual Property Law Association Quarterly
Journal 265, 271-281 (1999); Xuan-Thao N. Nguyen, Should It Be a Free for All? The
Challenge of Extending Trade Dress Protection to the Look and Feel of Web Sites in the
Evolving Internet, 49 American University Law Review 1233, 1245-1255 (2000).

1229) ]. Thomas McCarthy, supra note 29, at §25:70.

1230) J. Thomas McCarthy, supra note 12, at §8:13.
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1231) o] HolA, Hetdl1E TAH T4 A HFe vlf%7]% $ttHIra S. Nathenson,
Internet Infoglut and Invisible Ink: Spamdexing Search Engines with Meta Tags, 12 Harvard
Journal of Law and Technology 43, 47 (1998)].

1232) Playboy Enterprises, Inc. v. Welles, 7 F. Supp. 2d 1098 (S.D. Cal. 1998), aff'd
without opinion, 162 F.3d 1169 (9th Cir. 1998).

1233) Id. at 1100.

1234) Id. at 1100-1101.

1235) Id. at 1101-1102.

1236) Id. at 1104.

1237) 1d. at 1103.
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Inc. v. Welles, 78 F. Supp. 2d 1066, 1096 (S.D. Cal. 1999) aff'd on point, 279 F.3d 796,
806 (9th Cir. 2002)]. Tiuh, 14 HYL 37t UrtolE w4 shde] 9419 FHEGEE A
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gtrha A8 tHPlayboy Enterprises, Inc. v. Welles, 279 F.3d 796, 806 (9th Cir. 2002)].

1239) Playboy Enterprises, Inc. v. Calvin Designer Label, 985 F. Supp. 1220, 1221 (N.D.
Cal. 1997); Enterprises, Inc. v. AsiaFocus International, Inc., 1998 WL 724000 at *7-8
(E.D. Va. 1998).

1240) Playboy Enterprises, Inc. v. Calvin Designer Label, 985 F. Supp. 1220, 1221 (N.D.
Cal. 1997); Enterprises, Inc. v. AsiaFocus International, Inc., 1998 WL 724000 at *4 (E.D.
Va. 1998). olo} hdato], 4 s ool #d Aol7l= pAN FHdRe} Y -
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v. Gateway Marine, Inc., 1997 WL 811770 at *4 (N.D. Cal. 1997)].

- 275 -



o 1 AAROEE AMAR SolF FULESL FFE Aole] AzE A% wAS
G B 5 Y oA Arkm 2 ] ) dEolchy X, Ao
22 0 PAolE AgARME el 1Y A4 BUHOE ANFa gt 2
Ze7] ola wA AM ARe AA ARE FAAW A OE et
29 GFS W el A e, o Fa FUNES
A WAt JYBOEA 1 we] FAntat wol el Helh E,
A4 Azl AN AE FAT Wl 4 AolE9 A=) %
BolFE o] Bl el YA AGAERAL AN A3t F
o ApoE7F Aalo] A st AblESL Tk ARtk A&
T g Aol ALgATe] A A3t 1 AAF FE FARA A5
L9 Rolhn ni Qo) ¥ 3
L FARR vEte)1e) Abgol 1 Baye
Woleks MAAL AL B o FolAE AY woly| wliel, seteh el At
golehs W99 HR M oleks A3t Aolel: AHAQ AshpAsL EAEHA
o= 7 okl g,

Ay, Aol detee] gEad g Az dueel 9 44 A%
o] 457 9izv], AT “FZ(Google)’e) Aol ol WAL EA} T Al
olEe|A rht Fx - gL YA NFORE A4 ARG Ydshe dag

S A%T Yohe) oleldt A4 AWS AGSHE A9lE eI §94

011

o
e
0%

1241) J. Thomas McCarthy, supra note 29, at §25:69. =w|Ql o]F& HRAlo|W AT 4|z}
B3O qtAE AR v s EH Y A4S WA deths AR oldd gAY #4
A<l #olofl A H]FEH= Zolgal & 4= 9ltHBihari v. Gross, 119 F. Supp. 2d 309, 316
(S.D.N.Y. 2000)].
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Abstract

The Construction and Application
of the
Trademark Dilution Theory

Song, Jaeseop
Graduate School of Law

Seoul National University

Historically, trademark was a symbol to be used to distinguish one’s goods.
But it is also true that because trademark reflects the consumers’ trust and
trademark owner’s credit and reputation, trademark itself has selling power
and can be a way to secure advantages in market competition.  This
presents the necessity of protection of trademark wunless likelihood of
confusion.

The dilution theory is a doctrine to protect the property value of a
mark, that is, it prohibits injury to property value like trademark owner’s
credit and reputation by use of similar mark to a famous mark. Recently,
various countries including United Stated and EU have enacted the dilution
theory as an alternative of traditional trademark infringement theory, and
South Korea enacted the provisions to protect the distinctive quality and
business reputation of a famous mark as well.

The dilution theory presumes that the basis of trademark protection is

not consumers protection but property value of a mark, so it expands the
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extent of trademark protection. But if so much protection of property value
of a mark is given unless likelihood of confusion then free competition and
freedom of expression could be unreasonably restricted. Here, the question
how to establish the standard of application of dilution theory to specific
case enters the stage importantly.

The essence of dilution of a mark is to injure consumers’ association
with a unique and single mark by use of similar mark to a famous mark.
It means that the key hallmarks of dilution was the degree of fame of the
plaintiff’s mark, the degree of uniqueness of the plaintiff's mark and the
degree of similarity of the defendant’s mark. Especially, considering that the
dilution theory can cause the effect of chilling competition and the threat to
free speech, it should not be allowed that the dilution theory is substituted
for the confusion theory. Therefore, the hallmarks of dilution is constructed
and applied as strictly as possible.

The above problems raise the question about propriety and necessity of
the dilution theory. It may be true that the dilution theory threats the
freedom of speech and expression, causes the monopolization of language,
and bars the free competition, but all of this problems cannot be grounds to
negate the theory itself. Because, the dilution theory can be used positively
to bridge the gap between the established legal system and the changing
legal circumstances on account of development of technology. It is a good
example of the necessity of the dilution theory that it may be presented as
an answer to the challenging legal problems from internet.

Ultimately, the key is to what extent the dilution theory can be and

should be applied. This is a potent legal tool, which must be carefully used
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as a scalpel, not a sledgehammer. Thoughtless use of this tool would twist
and deform the law of trademarks, and above all the scope of
“non-commercial use” should be established rationally. In conclusion, the
dilution theory should be constructed and applied to balance the interest of
famous mark’s owner with that of the public and to harmonize free

competition with fair competition.

Keywords: dilution, blurring, tarnishment, FTDA, domain name, typo-squatting,

keyword service, link, frame, meta-tag, search engine, anti-site
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